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4. 24) F AL AN AF AR A ARSI S5 2022, 6. 9. A1
2021513994 HZAAAMY EZ=d ik AHEZEA EFAT AEY Ha4aE BF)
Aar o] FQ1 2022, 7. 25. oA B BAANE AR A W 7EHS
2 1A Y BEEEdoA A F =2
2022. 8. 4. AAZAA HAL T AAH L EEo] glo] IE FAHEHIAS
o] At A2At) =AU A9 A1A

o
B} £5S B OHFEE BU YD ATUAE Y A% JHE FAN A

=
flo] Iz 3Hd M=

AEY(98. 12. 14) °1F FA7IA F 12740] BEEY Heu, 2dHo=z &
A3 U g2 BEEYo] Al o]FoixNa AFAH o2 FIdI Ado|fEAe} AAA

67) 24 A STl AT A1) FHPow WAL 1A otk

68) 531 2022. 6. 9. A1 2021313994 Aol & Y] At 71ZENL, EFHY HAL i vAY]
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Aol FHEo] H Aoz HlY

D YZ9(10-1998-54758, =L L: 1998. 12. 14

531742 2003. 1. 9. Aaref o] Ak Sl tiste] E

2 A-AARE s, oldd st A1 ERAWRS H skl 2003. 2. 13. |
A T BAA IS ‘A1 BA A olgka tThE AEsHAth A A1z B A
2 AARA o] 3l FE o] ThAl AARSHA | AARES 2008, 10. 27. AaLol Al o] Ak
= Aol tiste] Hat A EEE2RE golatA LIHT F Qlojx 5 E e &
Athes AdolfE T2 AHAZTAME TH3AL, ol et e oAl
2004. 6. 28. A S} HAA T BAA (]S} ‘A2xt RAA g IFTHE AEdP S
U, AARES 2004. 11. 9. 91 SJAAZFTAA ] AMol {5 FESA X3t A-AA
S FAGdTE AAEAFTAAE AZdte] AARAZE FAHAT AR $2
EsABAe A1 ARHTE 200394725 2 Al ]ste] 2005. 8. 22. A1xF BAA
of Z1A1E W&ol o3 o] A A1 wHe| HRA] RAFATE o] F2 Aol 4

e 53T 2003Y4725 A 9] Al A BEEte] Sy o] 25 AV
93, E3HYL o 20055179035 Aoz AElske] 2006. 6. 23. A|23F HAA

7F obd Al BAA O Z1AE W&ol met o] AR SdAE S Y add A4EL
ARtk o2 dao HAFE d&ste BAS A
E5 A7 200394725 A AL FHAEATH

9 BN A dAd vt A ARAHTE oA AEEH @ S

< o] & 2006 (HaTA)B45 = 4l e ste] 2006. 9. 28. A2xF BAGA ] Z1AH HE
of o o] A A17t EHo] Rt HEHEZSE &olstA EHT F AThe ©]
T2 9 ABHTE 71 o] A AZEE st

S3HALS o] A AF T R0l RAH o] AR SULE HATL A
Aeojof stz o]9f AR 2ol & o] A AL AYsltE olf2 91 A

£ 717ske HAS SY(5E Y 2007, 7. 5. A3l 2006819722 #2), T HA
of g Fae AeESHd 714E g BAo] A HATHHE Y 2008. 1. 24. A

o
=)
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-0157926(FHU Y: 2019. 12. 02.) &2 A ¢ 2
As 710 204t E&=Uol slig3rte9)

¢, 7H A REEUS Ve R B AldE Ays 2 te3 2o
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P
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e

Z, 7% oA e BE8E9091 10-2021-0187903(FU Y: 2021. 12. 26) UL H = Y=
21 10-1998-0054758(FL Y: 1998. 12. 14.) &2 A26A ) &= sF3c}. =
g Hzxo] ASURE A6t BZEA7A BT ALAGEH AT

© 10-1998-0054758(& U Y: 1998.12.14.) Hzx2 AEY(HEZAA)

@D 10-2004-0049191(Z YL Y: 2004.06.28.) A ZAA

@ 10-2005-0011590(F Y ¥: 2005.02.11.) AZHAG(AALRAX oA LAHHX)

@ 10-2006-0038935(& U Y: 2006.04.28.) AHAG(AAL-A X oA LA HX)

@ 10-2009-0024685(F 9 Y: 2009.03.21.) AHAG(AALHR oA LA HX)

® 10-2010-0025008(Z Y ¥: 2010.03.22) HAS5ZF AADEA

® 10-2011-0027864(ZH¥Y: 2011.03.28.) AHLZAA

@ 10-2012-0069501(Z Y Y: 2012.06.27.) AHZAH

10-2012-0132047(& ¥ Y: 2012.11.20.) AZZAH

© 10-2013-0043237(& Y Y: 2013.04.18.) AHZAH

10-2014-0062499(F ¥ Y: 2014.05.23.) AHZAH

@ 10-2016-0009065(F A Y: 2016.01.25.) AHZAH

@ 10-2016-0077443(F Y Y: 2016.06.21.) AHZAH

@ 10-2016-0174090(Z ¥ Y: 2016.12.19.) AHZAH

10-2017-0060741(F ¥ Y: 2017.05.17.) AHZAA
69) ©] &¢9 £ o5& t&3 2ok D 10-2019-0157926(F L YL: 2019.12.02.) «—(£) @ 10-2019-0000487(Z
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@ 10-2008-#++(PCT ZUY: 2007.05.03) H 22| Y=Y (ALZAA)
(D-1 10-2014-++wmx (BT 29 AD: 2014.0401) HZ AH F 53|52
= okg T @Y, LT Ut 5o BAL B3 AdelF dHa

D-2 10-2014-***+x( B2 Y. 2014.04.01.) HHEZAA
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@ 10-2015-+++++(E3Z A A: 2015.06.25.) 535=
o SJOFEE T, FolgF Bk 38 T
) 10-2016-+++++(E3Z A Y: 2016.09.02) 5315

= o EE dY, FALHF FUEL B8 Fo $of BRAS T3 Aol sla

@ 10-2017-%+w+(F A U: 2017.12.01.) AZLZAA

S8l Aol s
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ftlo

(

® 10-2019-*+*++(2- 224 Y: 2019.02.01.)

©® 10-2020-+*+*+(ESEAY: 2020.11.04) HZ AH
( )

(D 10-2022-++*++x(ESZ-A H: 2022.09.30.

2009. 8. 5. PCT =¥ ¥ T 4AIti71A] &&= o] o] Foxl Atde|t}. d & E
A SA7tA] 25 AR - 7|88 AHFE AdERoH ALH EEdEdS
3l 5555 A=t Atk A=Y U A BAAE VIR LI AT
= A% £ F AN A T2 ATHHE =58 FAHSEA JARA 74| A
Aol 48 #4stnAl 1 YT A4t BIFEUL AEE =Y A% Folth

dEUHEH A BEESd7HA e dde a3 2o

© 10-2011-***+*PCT Z=HL: 2009.08.05.) AHLZ2H

D 10-2017-*+xxwwx( B2 21 2017.04.13.) A EAA

E&=HUY: 2020.10.05) AHEZEH
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2 10-2019-%+=+(F A Y: 2019.02.07.) AHAA
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( ) EY AL F

@ 10-2023-*xwex (R SZ- A 2023.02.28.
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%4 =9 (Continuing Application)°]2} F-Eth. AHA Edo F&dl= 35 US.C
§12073) Ao wWE A%EZEY(Continuation Application) % IFEAEEL

((Continuation-In-Part Application)? 35 US.C. §12179 Ao mE =4

(Divisional Application)©

~—

Aohs AN SEluere] E SHE T 29 v

Aol BAM L FTE AL AEUol AP FA=
2 3% 4 gy, BEEYY 299 1 9 9YR AFEY B82S

o2 d=dol e HAFRS T8 8 T (restriction requirement)l TH-&-3to] A ZFHTh

73) 35 US.C. 120 Benefit of earlier filing date in the United States (“An application for patent for an invention
disclosed in the manner provided by section 112(a) (other than the requirement to disclose the best mode) in an
application previously filed in the United States, or as provided by section 363 or 385 which names an inventor or
joint inventor in the previously filed application shall have the same effect, as to such invention, as though filed on
the date of the prior application, if filed before the patenting or abandonment of or termination of proceedings on
the first application or on an application similarly entitled to the benefit of the filing date of the first application
and if it contains or is amended to contain a specific reference to the earlier filed application. No application shall
be entitled to the benefit of an earlier filed application under this section unless an amendment containing the
specific reference to the earlier filed application is submitted at such time during the pendency of the application as
required by the Director. The Director may consider the failure to submit such an amendment within that time
period as a waiver of any benefit under this section. The Director may establish procedures, including the
requirement for payment of the fee specified in section 41(a)(7), to accept an unintentionally delayed submission of
an amendment under this section.”).

74) 35 U.S.C. 121 Divisional applications (“If two or more independent and distinct inventions are claimed in one
application, the Director may require the application to be restricted to one of the inventions. If the other invention
is made the subject of a divisional application which complies with the requirements of section 120 it shall be
entitled to the benefit of the filing date of the original application. A patent issuing on an application with respect
to which a requirement for restriction under this section has been made, or on an application filed as a result of
such a requirement, shall not be used as a reference either in the Patent and Trademark Office or in the courts
against a divisional application or against the original application or any patent issued on either of them, if the
divisional application is filed before the issuance of the patent on the other application. The validity of a patent
shall not be questioned for failure of the Director to require the application to be restricted to one invention.”).
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(35 US.C. §121). Ty, 3 277} gldats EUlo] ‘Aad o2’ BeE(§121)S
55 QEd, ot HAF0T ALY (1203 FUSA AFHLS FHLT
of el Hol, MEjatx g AP LU Ao, A4 WAl glojA,

A2 HTYL 7|22 o]F 58| (Double Patenting)®] 78 WA 92 vHMPEP

§ 804.01), EHQlo] ALY o2 REZAL & Afode 283HA oY THMPEP §

A7) ghd AFE 19521 d MAHNA HF &S Aot o] F 5x1# 2 J)
Jo] AJ=d T AKAE e g 7 H@(1984»ﬂ 7173),78) 35 US.C. §120 A2

33, BEEZEA DAY B3 35 USC. §121 7AHE B8 o3 A 472 2 714
HAT 37 A3 Aot o] F 4xtd| o] AAFo] AR=H, ‘EF A oY ‘EF A

Aol WA WEE B Y Sol AU

75) ol& %, M= 5oy Alsw, A A 2 AE, 2020, 979,

76) Godfrey v. Eames. 68 U.S. (1 Wall) 317, 325-26 (1864).

77) °lEled, ko] A, 95H.

78) 1984 Amendments. Pub.L. 98-622 substituted “which is filed by an inventor or inventors named in the previously

filed application” for “by the same inventor” before “shall have the same effect”.

79) 1999 Amendments. Pub.L. 106-113 , [§ 4503(b)(1)] added at the end the following: “No application shall be
entitled to the benefit of an earlier filed application under this section unless an amendment containing the specific
reference to the earlier filed application is submitted at such time during the pendency of the application as required
by the Director.  The Director may consider the failure to submit such an amendment within that time period as a
waiver of any benefit under this section. The Director may establish procedures, including the payment of a
surcharge, to accept an unintentionally delayed submission of an amendment under this section.”

80) 2011 Amendments. Pub.L. 112-29 , § 15(b), struck out “the first paragraph of section 112 of this title” and
inserted “section 112(a) (other than the requirement to disclose the best mode)”.

81) 35 USCA § 121 HISTORICAL NOTES.

82) 1975 Amendments. Pub.L. 93-596  substituted ‘“Patent and Trademark Office” for “Patent Office”; 1999
Amendments. PubL. 106-113 [§ 4732(a)(10)(A)], as amended by Pub.L. 107-273 , § 13206(b)(1)(B), struck out
“Commissioner” and inserted “Director” throughout the section.
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9 O @9 L2 T Al ZHAZE ATk ALd S Strgts 1 dEdo]l A
THOE VR He A2 ofHER HAEdS 2R
AlEstefoF st vt 28R god AEd 3 A%

Ul T84

U AZE 27 B AL

A% 292U} FoE ol g AMANE FA #1489 Fo|olof A}
= A% 298 HEYe) 52 7] wE 3o 8 Aol AZH oo Ak A%
i 290 Az 9&99] oL AY] AAAE, (@) Y& A% FolAL (b) 2Z
go] ZREATAE UEAo) 712F Holx shite] AL F90] A Folo]of
&, 29 Aol A%4o] AN A2 o] AL & Tk

83) olal %, ko] A, 98,

84) o3l %, ge] A, 98,

85) 35 US.C. §120, §121 & §365(c).
86) 37 CFR 1.78(d).

87) olai <, ko] A, 1053,

88) MPEP 211.01(b) [R-08.2017] 1.

89) A% EU el FA AEUol O SHRAL, @ T2 HAY, @ A FRHE, FAAL
oet & % gtk

90) o, kel A, oge. elAdel, Mz AEAAS @A ASHL QA AW 1 Az AH QA o] 1
B B0 ASY FAB)S ASHT A& A7 Uk of ] ERlo] Az AFe o] 2= 7
&4 29 dnA By, 200 A4 FAB) Bw oY Az AFAWE WA BAsol @
MPEP 2011.01(b) II. See Sticker Indus, v. Blaw-Knox, 405 F.2d 90 (7th Cir, 1968); Hovlid v. Asari, 305 F.2d
747 (9th Cir. 1962).
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o A A 7 WA ] A4 (continuity of disclosure)

AEddd= AEd 299 A7 714 LS 35 US.C. §112(a) 87 w2t 714
StaL Qojof st} &, ASA S99 AT A o] AEYe] WA 23 H

=9 o]9e }(benefit claim)3t= Zo|Th
5. A%4 &4 &%
AEA Ee] B3 AEH EA9 WE F AEUA AR AN HEA

oYY auw)e Ut Zoin. wmEtA AEde] A HHE HoAuAM e & He

o)
A%ZU(CA)OIY} BEEADA)Y ASols 7 290l 1 AEAY=E A2FHL)

6. First Action Final Rejection
o A= 5 2-A o] F Office Action (OA)olA HEF AEIARE Al&EH

Al A HA OA0A AT AZe & = Atk F, O ArEde] A= 7
AEEdelH, @ ATEde EE F7F0] AEdA A4 e T3

F AdEde AAGASE I v OAdAM 71E€ Adolwet A7 edl A8k
Al Aol AR Agole A MA OAdA HF Ade & 5 JAuS

B

al

-

~

B
ol
a)

91) MPEP 211.05 [R-08.2017].
92) MPEP 211.02 [R-08.2017].
93) 37 CFR 1,76; MPEP 211.02 [R-07.2015].

94y T Y o] BAE D o] AEHe U ALY IFASEEL-EEEY T A= AIAE FAEE
12 @3lth MPEP 2011.02 1,
4,

95) o]afled, &ko] &, 513%.

=Y
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HZF OA°l H&3te U]l HT F e A, © ALE ATFIEC g 42
4T, @ 37 CFR§1.131 =& 1132  FA9 AAA(Affidavit) AE, @ 37
CFERS§1L116 835 =53 A7 BAA Y AE, @ ASAARCE) T+, == O
ALEEYe AE 5oltt%

&9, HF OA ¥ 94U, O BT 24, @ T4 OAoA AAHIJA B4
A a0 F53te A, O AME ATIES ARdA 2o UL JHE AHHES
S B, B @ AdE ATES EVIEAHE JES st BA F el &
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Y

ol As AAEEA ] 3 Qo r ALESHo] AAHUA ALESH] Sl5E Al
et = FA Yol A A, v P52 20061 1€ 39 ASEd #4
77 *(Proposed Rules)< Oﬂﬂoyll‘i(Federal Register)ell Al A3t
£ 13 & Agstar 23] o] %9
= A5olRt s &8s Hew
ATH100) A FE 474D o] JHAAZ7IT e A Y W YHES HF v

A EA(as a matter of right) 143}
33] o]Fo= ool e ASH A A HU("petition and showing") ] FEH = 4l
A AEF e & Ui &3k W82 T (Final Rules)= Al AISHA 10D

2007'd 8¢ 22¢ ¥ 71Ql Dr. Triantafyllos Tafas?7t Pl=535 Al &3]
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HFUe YA A A E(permanent injunction) ¥ 7 & (preliminary injunction)<

Toe a%e WAYo 5 AUAHY(UNITED STATES DISTRICT COURT
FOR THE EASTERN DIST{RICT OF VIRGINIA)el #|7]3}% 3, 2007 10 9¥ el
GlaxoSmithKline(GSK) R Bt HA Y &aFe AVERT. T ARS BEA
g HAYol T3 AgA YAl Cacheris THARE 20071 d 119 1€ Al AR

96) olaled, ool A 534,
98) ©| ‘:“5—& 7‘%% “EsgA FEEUAE

I, AIHE AR AlE, = GHESTS], 2008.10,
o

99) 71 Fed. Reg.

N

8 (Jan. 3, 2006).
100) d.
101) 72 Fed. Reg. 46839, 46841.
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A NYFHE HFee a8 A= HAES 20079 102 31Y¢ 1A FH o]of,
2008 449 19 9 HFULS E3A ] S dolAd ARel vt dsit102)

o] Aol gk g4 A4 S 2008. 10. 8. Fl= S5 A2 MAH(ME BF T
93\1:]—_103)

8. o|F 53
nl ool Al o] F 53| (Double Patenting)®] 4= O HA (Y ¥ 3

59} @ BIHA o]F EFE FERHCTY 4 D W
A% T el el M shiel 3 Be & odvks ma S3HW A1012(35
US.C. §101)° <A AHolth. WA o]
Disclaimer)109)9)] &Jsi= AHE S5
‘EAF W o] FAFEE Ao MEr tEAY HTEY B xo]F Bo] 1
ARE ARA A S5T 5 A1) oz @ vHA olF 5319 A 5317
o] R A wAsky] flste] Aol oal ABH= FEF olthis) HiH
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N4 olF EdlolE Q@) AA4 §8 BEA olF Salet @Qb) AW #3 1
WA olF 58 T 4A7F Qo) oA §8 HEA o]F Sdle) fEH o

102) Tafas v. Dudas, 07 - cv-0846 (E.D.Va 2007).

103) USPTO Press Release #09-21 (Oct. 8, 2009) available at http://www.uspto.gov/news/09 21.jsp.
104) o]af<d, kel A, 4539,

105) A2 olF, Az F719 LAk A

106) ©]al%d, ore] A, 453,

107) °lalg, skl 2, 454w,

108) olai<g, kel A, 4547,

I~

109) ojsll<g, el 2, 454-455W. fraFdde] Zol dFH o7 E&7|3ko
57 EAE A% SS7IEIINE §

4559 2+ 1291(+ ] H 7t

°]) TDE &7-ah= o= th&3t Zth (1) PTA f

RtEA] Anka HEek 5

T (

& A%H 29 AelalA olF
o]oﬂoﬂ oto ,] &
<l Ao
shaL TDOIA 74
g 3%, Jalzele] B2 5
S99, AQS SAZ B ABEHS} 1 DAt FAstelok o SN AT 5 Ak ol@A Fo
A, A3 Bael B UAZYE SSele AT T FeHE AT,

110) o]3l%, o] A, 455,
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e F AN ATRS 29T AL
=52 RolatA Hu sh9l0d BTGl el 58713ko] 4

Aoz AZE = AHE 7THHLER olF 53 sdstA Aok A 719 vl

II. +3¥53%(EPO)

1. N8
72“?350472301]/‘1 AAZE JYEE FHESIAEHN AEHe FHSAHES
(European Patent Convention)¥ 1 A] 812 (Implementing Regulation)®ll =& &<
of gk 780l mt = Atk A FHESIAGF A7exole 2= 2, &
4, ERA1Z) 2} ATl B3 A (A= Akl AL, A A6zl A=
TEEL ] AZI(ATR), AR A (A2, FrEHBY 2 A4y ol el F

111) o]ai, ko] =, 4554,
112) o]ai, ko] 2, 4554,
113) o]3l4
114) R8240 7127 B AgEol EAslol Sz 9503} AR BAEN] o] Folzl A5 A
TdEol sdstA] &=th EPO, Guidelines for Examinations, Part A Chapter IV 1.1 General remarks (“A
divisional application may be filed relating to any pending earlier European patent application. A divisional
application filed on the same day as the parent application is not considered as validly filed. The term "earlier

application" is understood to mean an application filed at least one day before the divisional application and refers
to the immediate application on which the divisional application is based ("parent application").”).

“e,
o

o] A 4551,
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& S Wwethie E=3, EPC Al76x(1)3 713 A6zl A T stE
205 F5EH SA ZZEdo Ui AR dEd AARRE 2259
(G 4/98), A=l #al A& T2 ol Aoy =5 Aal= (EPO2 H Al <
g Aol 299 A 27 AolE) BEEH] AAE A7Iske olf7t HA

Eeth(@Ate] TR tiEiAds AAtel=8]l E VIL 1 to E VI 3. %)117)

ﬂll

EPC A2 2AT @e BdA 9] Aol fol thate] magg e 2U5
A3k 2ol 714 Wol WAL YA, AFUY A% F ARG A%H o2 Y3
= 3lo] Fhsatehay

FRSH AL 20009 F Zel AP v Y3, RS Aol B ADTFH T4
o el AAE vk e ols A Aol ths) heks] Abw R

7 855 8 °H(EPC)
EPC+ 20009 3k 28] /1A E v} Q= EdEd3 Add A6zl H9 o

R EAS £ A UES AYFHOR $71E o AAHA HolMe
W& W82 gl
<E 3> FHESFHEPCO +&=d +AHONE A5 vla)
EPC 1973 EPC 2000
Article 76 European divisional applications Article 76 European divisional applications

(1) A European divisional application must | (1) A European divisional application shall be
be filed directly with the European Patent | filed directly with the European Patent Office

Office at Munich or its branch at The | in  accordance  with the Implementing

Hague. It may be filed only in respect of | Regulations. It may be filed only in respect

subject-matter which does not extend beyond | of subject-matter which does not extend

115) EPO, Guidelines for Examinations, Part C Chapter IX 1.1 General remarks.
https://new.epo.org/en/legal/guidelines-epc/2023/c ix 1 1.html

116) Id.

117) Id.

118) EPO, Guidelines for Examinations, Part C Chapter IX 1.2 Voluntary and mandatory division.
https://new.epo.org/en/legal/guidelines-epc/2023/¢c ix 1 2.html
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EPC 1973

EPC 2000

the content of the earlier application as filed;
in so far as this provision is complied with,
the divisional application shall be deemed to
have been filed on the date of filing of the
earlier application and shall have the benefit
of any right to priority.

"] fFHSsAY =

Xﬂ§H of gt}

(1) FHeg=d2

7(] =] oﬂ

741 7<4

=
o

oo 30 e

beyond the content of the earlier application
as filed;

complied with, the divisional application shall

in so far as this requirement is

be deemed to have been filed on the date of

filing of the earlier application and shall
enjoy any right of priority.
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(2) The European divisional application shall
not designate Contracting States which were

not designated in the earlier application.

(2) All the Contractlng States designated in
the earlier application at the time of filing of
shall be

deemed to be designated in the divisional

a FEuropean divisional application

application.

(3) The procedure to be followed in carrying
out the provisions of paragraph 1, the special
conditions to be complied with by a
divisional application and the time limit for
paying the filing, search and designation fees
laid the

Regulations.

are down in Implementing

. Al 3 & (Implementing Regulation)

1) EPC 1973 A3 3

EPC 19730 W2 A FH A= #2524 BFZA] Al7|(A18hHe} &

N
o
=2
=
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=
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-
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a2/

+
a2s
v
=
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A Th119) o] FA] A18 o) up=H
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T
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119) Rule 25 Provisions for European divisional applications (“(1) The applicant may file a divisional application
relating to any pending earlier European patent application. (2) The filing fee and search fee shall be payable in
respect of a European divisional application within one month after the filing thereof. The designation fees shall be
payable within six months of the date on which the European Patent Bulletin mentions the publication of the
European search report drawn up in respect of the European divisional application.”).
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2) EPC 2000 ]33]
EPC 20009] W& Al FHAAE A3ezoA BT ois) 7#AST Q=4
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7} <2007. 12. 13. - 2009. 3. 31.>
EPC 1973 A& F2 A5z W& F A1 (RTEd] AZ)E 12 {FAH,
o dojol g WL F7sta(A2dd), sl it W

woste] s ATH(A3F B A43).120)

op

= (A25x A2d) < IS

) <2009. 4. 1. - 2010. 3. 31.>
Nt A36x M43l A “The designation fees”E “The designation fee” 2 <

At W89 Aotk

o) <2010. 4. 1. - 2010. 10. 25.>

o] AdAM= =LY A7IE ATsF(A36x A17), Az Aot HS
T AZ A |E&s F7Hstthi)

Zh <2010. 10. 26. - 2014. 3. 31.>
ol MgAME £&=de] A7l tg A6z Al(a)@e] W F AR T

120) Rule 36 European divisional applications (“(1) The applicant may file a divisional application relating to any
pending earlier European patent application. (2) A divisional application shall be in the language of the proceedings
for the earlier application and shall be filed with the European Patent Office in Munich, The Hague or Berlin. (3)
The filing fee and search fee shall be paid within one month of filing the divisional application. If the filing fee or
search fee is not paid in due time, the application shall be deemed to be withdrawn. (4) The designation fees shall
be paid within six months of the date on which the European Patent Bulletin mentions the publication of the
European search report drawn up in respect of the divisional application. Rule 39, paragraphs 2 and 3, shall
apply.”).

121) Rule 36(4) EPC shall be amended to read as follows: “(4) The designation fee shall be paid within six months of
the date on which the European Patent Bulletin mentions the publication of the European search report drawn up in
respect of the divisional application. Rule 39, paragraphs 2 and 3, shall apply.”

122) Rule 36 European divisional applications (“(1) The applicant may file a divisional application relating to any
pending earlier European patent application, provided that: (a) the divisional application is filed before the expiry of
a time limit of twenty-four months from the Examining Division's first communication in respect of the earliest
application for which a communication has been issued, or (b) the divisional application is filed before the expiry of
a time limit of twenty-four months from any communication in which the Examining Division has objected that the
earlier application does not meet the requirements of Article 82, provided it was raising that specific objection for
the first time. (2) A divisional application shall be filed in the language of the proceedings for the earlier
application. If the latter was not in an official language of the European Patent Office, the divisional application
may be filed in the language of the earlier application; a translation into the language of the proceedings for the
earlier application shall then be filed within two months of the filing of the divisional application. The divisional
application shall be filed with the European Patent Office in Munich, The Hague or Berlin."). (3) ~ (4) (¥, W74

H/\\j)
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123) Rule 36 European divisional applications (“(1) The applicant may file a divisional application relating to any
pending earlier European patent application, provided that: (a) the divisional application is filed before the expiry of
a time limit of twenty-four months from the Examining Division's first communication under Article 94, paragraph
3, and Rule 71, paragraph 1 and 2, or Rule 71, paragraph 3, in respect of the earliest application for which a
communication has been issued, or (b) the divisional application is filed before the expiry of a time limit of
twenty-four months from any communication in which the Examining Division has objected that the -earlier
application does not meet the requirements of Article 82, provided it was raising that specific objection for the first
time.”). 2) ~ (4) (A=, ¥4 §l9).

124) Rule 36 European divisional applications (“1) The applicant may file a divisional application relating to any
pending earlier Buropean patent application.”). (2) ~ (4) (A3, ¥ §l).

125) EPO°ll ¢Jatd, 20101 10€9] Al 7Hde] HE B, 9 W& £8=9& didon
= Aol %‘*}TOHH BEe 448 woks A9 d9FE Fgs] g
I Axpe] &40 AEHE Aol LA Wi, 2EEd AL
71¢ke] E=E Sl JETRO 7 avbl BN HF50T, RONEERTT, 75 L]?ﬁ@ﬁﬁ:% 250 B ERINFERT AR BRI 3
diiE, 2013. 10. 21. https://www.jetro.go.jp/ext images/world/europe/ip/pdf/20131021.pdf

126) <H4) EPC %919] AlAe] Hz0) A4l BA'e, B@Eeo] ol Hxo) Ep 4ol oHo) Hxo) A
A A E w
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Rule 38 Filing fee and search fee

(1) The filing fee and search fee shall be

paid within one month of filing the European

Rule 38 Filing fee and search fee
(1) The filing fee and search fee shall be

paid within one month of filing the European o
. patent application.
patent application. . .
) ) (2)The Rules relating to Fees may provide
(2) The Rules relating to Fees may provide o .
. . for an additional fee as part of the filing fee
for an additional fee as part of the filing fee | o .
if the application comprises more than 35

pages.
(3)The additional fee referred to in paragraph

if the application comprises more than 35
pages.

(3) The additional fee referred to in i o i
) o 2 shall be paid within one month of filing
paragraph 2 shall be paid within one month o
. o the European patent application or one month
of filing the European patent application or ) )
. ) of filing the first set of claims or one month
one month of filing the first set of claims or ) . .
. . of filing the certified copy referred to in
one month of filing the certified copy . )
) Rule 40, paragraph 3, whichever period
referred to in Rule 40, paragraph 3, )
. . ) expires last.
whichever period expires last.

(4) The Rules relating to Fees may provide

127) JETRO 5 2yt V50T, Aty &Rk
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for an additional fee as part of the filing fee

in the case of a divisional application filed

in respect of any earlier application which is

itself a divisional application.
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Y AEZHE 1€ o, =& 3 4009l | FFEE FEYE F AT

Tate AS TR AF2FEH 1¢ o
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2014. 4. 1.5H A Pd 53 FRAA N w29, 240 o]F2] £& &0l dis)

ERBIEES T

o] W o] AA ol e} o] AAFH U129
<3 5> EPO &= Aud F7F a1 Uy, &9 #=2)
2022.4.1. 2020.4.1. 2016.4.1. 2014.4.1.
At 2023.4.1.~
~2023.3.31. ~2022.3.31. ~2020.3.31. ~2016.3.31.
2A4) i 235 225 220 210 210
34 o) 480 455 440 425 420
AR 715 680 660 635 630
S5AIY o] & 955 910 885 850 840
<EPO?| £&=¢ FE 210>

128) =9 7|2 F4sE xRl A9 € 285, 219 A5 € 135

129) EPC Rules relating to Fees Article 2 Fees provided for in the Convention and in the Implementing Regulations
(1) 1b. https://new.epo.org/en/legal/epc/2020/f2.html

130) EPO, Guidelines for Examination Part A Chapter IV 1.4.1.1 Additional fee for divisional applications of second or
subsequent generations https://new.epo.org/en/legal/guidelines-epc/2023/a iv 1 4 1 1.html
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NHM= XA = ALE FFHATHEPC A76%(2); G 4/98) of WAE ¥

131) EPO, Guidelines for Examination Part A Chapter IV 1.3.2 Request for grant (“The request for grant of a patent
must contain a statement that a divisional application is sought and state the number of the parent application. It
should also mention which generation of divisional application is being filed (Rule 38(4), Art. 2(1), item 1b,
RFees).”).
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132) EPO, Guidelines for Examination Part A Chapter IV 1.4.2 Claims fees (“If, at the time of filing the first set of
claims, the divisional application comprises more than fifteen claims, a claims fee is payable in respect of each
claim over and above that number (see A I, 9). Claims fees are payable even if in the parent application they
were paid in respect of claims relating to the subject-matter now the subject of the divisional application (see
A I, 9).7).

133) AWlt, “FHE3A PACE A% o] &34 7, A A AT, e eALE]) 2019.08.07.(“FrHd S3lHS &
A RE  3dol HW  AAFEFERenewal  feeydL  stE Y HAEE dHUn),
http://kpaanews.or.kr/news/view.html?section=86&category=88&no=4072
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PCT 99 A% 9 QAR ojdstr] Mol EPOd &3 2102 1HF5A &
7] o ZAGA PCTEH &A% E&82dS & & ith( 18/09).
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134) EPO, Guidelines for Examination Part A Chapter IV 1.4.3 Renewal fees (“For the divisional application, as for
any other European patent application, renewal fees are payable to the EPO. They are due in respect of the third
year and each subsequent year, calculated from the date of filing of the earlier (parent) application, being that of the
root application in case of a sequence of divisional applications.”).

135) EPO, Guidelines for Examination Part A Chapter IV 1.1.3 Persons entitled to file a divisional application
https:/mew.epo.org/en/legal/guidelines-epc/2023/a iv 1 1 3.html (“Only the applicant on record of the earlier
application may file a divisional application.”).

136) Id. (“In the case of multiple applicants, a divisional application may only be filed jointly by all applicants on
record.”).

137) Id. (“This means that, in the case of a transfer of an application, a divisional application may only be filed by or
on behalf of the new applicant(s) if the transfer was duly registered and therefore effective vis-a-vis the EPO (Rule
22) at the filing date of the divisional application. A purported divisional application that is not (jointly) filed in the
name of the applicant(s) of the parent application will not be processed as a European divisional application. The
EPO will inform applicants by issuing a communication pursuant to Rule 112(1) (see A 1V, 1.1).”).

138) EPO, Guidelines for Examination Part A Chapter IV 1.1.1 Pendency of the earlier application (“In the case of an
application being filed as a divisional application from an application which is itself a divisional application, it is
sufficient that the latter is still pending at the filing date of the second divisional application.”).
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139) Id. (“An application is pending up to (but not including) the date that the European Patent Bulletin mentions the
grant of the patent (OJ EPO 2002, 112).7). o714 215+ E& X3EA] oo 948 a7t Sk

140) Id. (“It is not possible to validly file a divisional application when the parent application has been finally refused,
withdrawn or is deemed to be withdrawn.”).

141) Id. (“As the provisions relating to the filing of divisional applications also apply in appeal proceedings (Rule
100(1)), a divisional application may then be filed while such appeal proceedings are under way.”).

142) Id. (“If an application has been refused and no appeal has (yet) been filed, the application is still pending within
the meaning of Rule 36(1) until expiry of the time limit for filing the notice of appeal (Art. 108), and a divisional
application can be validly filed until expiry of this period (see G 1/09).”).

143) Id. (“Where the applicant does validly file a notice of appeal but fails to submit the written statement setting out
the grounds of appeal, the refused application is pending until expiry of the time limit for filing the grounds of
appeal under Art. 108 (see J 23/13). If the grounds of appeal are submitted in due time, the decision to refuse
cannot take effect until the appeal proceedings are over.”).

144) Id. (“If an application is deemed to be withdrawn due to the non-observance of a time limit (e.g. following failure
to pay the filing fee (Art. 78(2)), to pay a renewal fee (Art. 86(1)), to pay the fee for grant and publishing or the
claims fees, or to file the translation of the claims (Rule 71(7)) in due time), the application is no longer pending
when the non-observed time limit has expired.”).

145) Id. (“In the event of non-payment of a renewal fee by the due date (Rule 51(1)), the application is pending up to
the last day of the six-month period for payment of the renewal fee with an additional fee (Rule 51(2), first
sentence), and a divisional application may still be filed during this period - even if the fees are ultimately not
paid.”).

146) Id. (“Once the application is deemed to be withdrawn, a divisional application can only be validly filed if the loss
of rights, as communicated pursuant to Rule 112(1), is subsequently remedied. In such a case, the application is
deemed to have been pending throughout. Depending on the non-observed time limit, remedying the loss of rights
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may be effected either by means of an allowable request for further processing (see E VIII, 2) or, where
applicable, by a request for re-establishment of rights (see E VIII, 3).”).

147) Id. (“Furthermore, if the findings in the notice of loss of rights are considered inaccurate, the applicant may also
apply for a decision under Rule 112(2) (see E VIII, 1.9.3). If the competent EPO body shares this opinion or if it
gives an unfavourable decision which is subsequently overturned on appeal, no loss of rights has ever occurred and
the application will have been pending throughout (see J 4/11, reasons 22). The same applies if the appeal decision
is set aside by the grant of a petition for review and the appeal proceedings are re-opened under Art. 112a(5), with
the consequence that the decision under Rule 112(2) is overturned.”).

148) Id. (“The pendency of the earlier application is not a procedural deadline or time limit, which, in case of
non-compliance, would lead to a loss of rights. Instead, it is a condition of a substantive nature for the filing of
divisional applications (see G 1/09, reasons 3.2.3). Therefore, the provisions on re-establishment of rights and further
processing do not apply to the filing of divisional applications (see J 10/01, reasons 15).”).

149) EPO, Guidelines for Examination Part C Chapter IX 1.4 Examination of a divisional application (“The substantive
examination of a divisional application should in principle be carried out as for any other application but the
following special points need to be considered (see also C III, 5).”).

150) Id. (“However, under Art. 76(1), the subject-matter may not extend beyond the content of the parent application as
filed. If a divisional application as filed contains subject-matter additional to that contained in the parent application
as filed, it can be amended later in order that its subject-matter no longer extends beyond the earlier content, even
at a time when the earlier application is no longer pending (see G 1/05).”).

151) Id. (“If the applicant is unwilling to remedy the defect by removal of that additional subject-matter, the divisional
application must be refused under Art. 97(2) due to non-compliance with Art. 76(1). It cannot be converted into an
independent application taking its own filing date.”).
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152) EPO, Guidelines for Examination Part C Chapter IX 1.4

153) Id. (“The claims of a divisional application need not be limited to subject-matter already claimed in claims of the
parent application.”).

154) Id. (“Furthermore, no abuse of the system of divisional applications can be identified in the mere fact that the
claims of the application on which the examining division had then to decide had a broader scope than the claims
granted in relation with the parent application (see T 422/07).”).

155) o2 & AMSslE s 4 ddold 38=x &An, g Aol & A4S st A2
S5 2 9299 HF o] FAHLA A+ B A, B el ¢
ol &gt WHE, dEde] HFFe] FHLA A+ B+ %
+ BZ 3te AL 3ESHKT 1724/08).

156) EPO, Guidelines for Examination Part C Chapter IX 1.4 Examination of a divisional application (“If the
subject-matter of a divisional application is restricted to only a part of the subject-matter claimed in the parent
application, this part of the subject-matter must be directly and unambiguously derivable from the parent application
as being a separate part or entity, i.e. one which can even be used outside the context of the invention of the
parent application (see T 545/92).”).

157) EPO, Guidelines for Examination Part H Chapter III 2.5 Withdrawal of amendments/abandonment of subject matter
(“In deleting subject-matter from an application, the applicant should avoid any statement which could be interpreted
as abandonment of that subject-matter. Otherwise the subject-matter cannot be reinstated (see J 15/85, confirmed in
G 1/05 and G 106)."). 2ev} B8-S AT of AAd Ao e 279 Joz AFHe diS
Feste AL Fajof sttt 2713 o7 gE wdd disiA e 2EEYE T 5 ql7] wEolth
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A=<(the root application)s 7I1ZE AAHA E&=U(a first-generation
divisional application)= 33 TA A1At) &S 7I2E A2AH E&=H(a
Zlo] 7hssirtiel) At EdE¢
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second-generation divisional application

o
ol
rlr

158) EPC 809 U9l 181 2 773 40(1)9] 28118 wEe 2dEdd dair e da d=d9 =
Aol A, AFAG F7F G5 w5 AAAlAbel A et

159) EPO, Guidelines for Examination Part A Chapter IV 1.2.2 Priority claim of a divisional application (“A priority
claimed in the parent application also applies to the divisional application, provided that the parent application's
priority claim has not been lost or withdrawn by the date the divisional application is filed; it is not necessary to
claim it formally a second time.”).

160) Id. (“The priority claim can be withdrawn in respect of the divisional application (F VI, 3.5, E VIII, 8.2 and
E VI 8.3). However, this withdrawal will have no effect on the priority claim of the parent application.
Similarly, any withdrawal of the priority claim of the parent application after the filing of the divisional application
has no effect on the priority claim of the divisional application.”).

161) EPO, Guidelines for Examinations, Part A Chapter IV 1.1.2 Sequences of divisional applications (“A divisional
application can also be an earlier application in the sense of Art. 76(1) for the purposes of one or more further
divisional applications. The characterising feature of a sequence of divisional applications each divided out from its
predecessor is that each member of the sequence claims as date of filing the date of the root application in which
the subject-matter divided out in sequences of divisional applications was first disclosed (see G 1/05, G 1/06). In a
sequence of divisional applications, a first-generation divisional application is a divisional application based on an
application which is not itself a divisional application, i.e. the root application. A second-generation divisional
application is a divisional application based on a first-generation divisional application; and so on.”).
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162) EPO, Guidelines for Examinations, Part C Chapter IX 1.4 Examination of a divisional application (“In the case of
a sequence of applications consisting of a root (originating) application followed by divisional applications, each
divided from its predecessor (see A 1V, 1.1.2), it is a necessary and sufficient condition for a divisional application
of that sequence to comply with Art. 76(1), second sentence, that anything disclosed in that divisional application be
directly and unambiguously derivable from what is disclosed in each of the preceding applications as filed (see G
1/06).”).

163) Case law of the Boards of Appeal of the European Patent Office, 10th edition, 2022, ILF.5.1. (“Double patenting
in this narrow sense may arise in situations in which two or more European patent applications with overlapping
territorial scope, directed to the same subject-matter and having the same effective date are filed by the same
applicant.”). https:/link.epo.org/web/case law_of the boards of appeal 2022 en.pdf

164) Id. (“Because such applications do not form part of the state of the art according to Art. 54(2) or (3) EPC, their
prosecution could lead to the same applicant being granted two or more patents directed to the same subject-matter
and having an identical or at least overlapping territorial scope.”).

165) Id. (“There are three situations in which such European patent applications could have the same effective date: (i)
a European patent application is filed on the same date as another European patent application of the same applicant
(parallel filings); (ii) a European patent application is filed as a European divisional application (Art. 76(1) EPC) in
respect of an earlier European patent application (divisional application); (iii) a European patent application is filed
claiming the priority (Art. 88 EPC) of an earlier European patent application (internal priority) or both claim priority
from the same national application (see G 4/19, point 9 of the Reasons).”); EPO, Guidelines for Examinations, Part
G Chapter IV 5.4 Double patenting (“The prohibition of double patenting applies to three types of combinations of
European applications by the same applicant: two applications filed on the same day, parent and divisional
applications, or an application and its priority application.”).

166) & €W, 9= E3H(UK Patents Act 1977) A|183(5) (“Where two or more applications for a patent for the
same invention having the same priority date are filed by the same applicant or his successor in title, the
comptroller may on that ground refuse to grant a patent in pursuance of more than one of the applications.”).
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167) EPO, Guidelines for Examinations, Part G Chapter IV 5.4 Double patenting (“As acknowledged by the Enlarged
Board, the prohibition on double patenting is applicable under Art. 125 (G 4/19). It is a principle of procedural law
generally recognised in the contracting states that two patents cannot be granted to the same applicant with claims
directed to the same subject-matter.”); Case law of the Boards of Appeal of the European Patent Office, 10th
edition, 2022, IL.F.5.2 Legal basis for the prohibition of double patenting (“The Enlarged Board found that it was
necessary to have recourse to the preparatory documents of the EPC - as supplementary means of interpretation
within the meaning of Art. 32 VCLT - in order to determine the meaning of Art. 125 EPC with regard to double
patenting. The Enlarged Board derived from the preparatory documents that the majority agreement recorded in the
minutes of the Diplomatic Conference in connection with Art. 125 EPC could be taken as the expression of the
legislator's final and unchanged intention on the question of double patenting. In view of the wording of Art. 125
EPC, and the fact that the agreement was explicitly linked to this provision in the minutes, the straightforward
interpretation of the recorded agreement was that the (potential) contracting states agreed that the prohibition on
double patenting was a generally recognised principle of procedural law in the contracting states and as such
applicable under Art. 125 EPC. In view of these findings, the Enlarged Board considered it unnecessary to examine
the other provisions proposed as legal basis for the prohibition on double patenting.”).

168) EPC Article 60(2) (“If two or more persons have made an imvention independently of each other, the right to a
European patent therefor shall belong to the person whose European patent application has the earliest date of filing,
provided that this first application has been published.”).

169) Case law of the Boards of Appeal of the European Patent Office, 10th edition, 2022, ILF.5.3. Different
subject-matter and scope of protection; overlapping subject-matter (“In T 1252/16 the board noted that, contrary to
the view adopted in T 307/03, according to established case law, any prohibition of double patenting only applied to
the "same subject-matter" and did not extend to claims that conferred a scope of protection overlapping each other
only partially (citing T 2461/10).”).

170) Id. (“In T 1780/12 the board held that the category of a claim and its technical features constituted its
subject-matter and determined the protection conferred (see G 2/88, OJ 1990, 93). The claims in question were of
different categories: Swiss-type claims were purpose-limited process claims (Use of X for the manufacture of a
medicament for the treatment of Y) and claims formulated in accordance with Art. 54(5) EPC were purpose-limited
product claims (X for use in the treatment of Y). As regards the technical features, the board concluded that both
sets of claims defined the same compound and the same therapeutic use, but that the Swiss-type claims comprised
in addition the feature of manufacturing a medicament whereas the claim in accordance with Art. 54(5) EPC did
not. The claimed subject-matter was thus different. The board also considered that the scope of protection was
noticeably different. It was generally accepted as a principle underlying the EPC that a claim to a particular physical
activity (e.g. method, process, use) conferred less protection than a claim to the physical entity per se (see decision
G 2/88). It followed that a purpose-limited process claim also conferred less protection than a purpose-limited
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product claim. (See also T 879/12, T 13/14 and T 15/14 agreeing with the conclusions in T 1780/12.).”).

171) Id. (“In T 307/03 (OJ 2009, 422) the board held that the principle of the prohibition of double patenting, namely
that the inventor (or his successor in title) has a right to the grant of one and only one patent from the EPO for a
particular invention as defined in a particular claim, can be deduced from Art. 60 EPC 1973. Once a patent had
been granted, this right to a patent had been exhausted (for a different view, see T 1423/07). Furthermore, a double
patenting objection can also be raised where the subject-matter of the granted claim is encompassed by the
subject-matter of the claim later put forward, that is where the applicant is seeking to re-patent the subject-matter of
the already granted patent claim, and in addition to obtain patent protection for the other subject-matter not claimed
in the already granted patent. In particular, where the subject-matter which would be double patented is the preferred
way of carrying out the invention both of the granted patent and of the pending application under consideration, the
extent of double patenting cannot be ignored as de minimis.”).

172) TAX 2.2+, Swiss-type claims (purpose-limited process claims) (Use of X for the manufacture of a medicament
for the treatment of Y)¥} Al|29]F&wwtt A l&k(claims formulated in accordance with Art. 54(5) EPC)
(purpose-limited product claims (X for use in the treatment of Y)] Y-S H-A3+ AA4.

_49_



A A0 S99 Tool Y S S¥HAL, dEd A7 FHES A

=
A ZFold AA T1oA 429 A0S 7|22 3 2= Al19] o] FojH=d, &2
L3}

)
e
(e
l-'O

& olo] BBl HBATE Yok AT AW A A2 Fol, AF 20
Aol mgel els) AFAZE AAsE Bl AHH F YA AHel AUk

5, B8 A19] 9L AIF T1EG U3 AlA T200 ?F ZA o ofsf £&=<

231 AFgE sjaste Aol AMBA ARIF =xolvhetd [2d 2]17) =)

[29 2] EPO G 1/05 ARQEe] 78

2= QAD) 2= QA1) A19| HE RS
|

filo
H
s
o
rlr
o,
o
%
ot
2
=
>,
)
rlo
o
Mo
o
il
o
o
o>
>,
o
-3
e
e
O
é
L
>
2
i

S)
e
ok
T
e
e
2
X0
2
X
2
1
>~
>
oft
o
15
ot
QL
K
pocs
N
=)
M
2
3
0
2
~
N
Jiy
—_
o

A =712174)
@ 47 A% ol T thgel “o)7 ) A%, whef Aol AL o] YA o
A e o) el 7kms)

@ 471 AdE @0l 3t thigo] “o”d 7%, EPC A762(1) 3 A123%(2)¢] &4

173) Gerald Numrich, FRMIIZ SrENHEIC BT 2 8k 0T, 23T >~ b Vol 60 No. 11, HAFEALZ, 2007.
L 107H, = 12 ‘?ﬂo—lﬂo}ozl 43 7 013}
174) & %% %i{fﬁ Aoz 37 felA dlY TEEHoZHE AfALES AAlshE BAgo] g Eofok )

175) E8%9S 453 A0z 3] YA dd L& Yoz HE
AA) AH7AA Aol oF sH=rtehs BAE Al7|sta Yk

>

TARS ARAlshs BA o] A H= g



176) BA 715 Mee ou7ix7te] FAE A7|sta ) 5, Y4Edoles MAEHY AT BEEY 3
o] AT = 7IAE UA 2 AES BEEY Fo] wAd o8 HyEld xes 4 =
A A7)eta ok o] EAE oE A T1409/0590 4 AHAE] =olwt),

177) ARG G ol@ oE SW st 2k &) FHLL AT EIHE BY JTY} FHAL AB
g EPHE 35 37 L THAE ACE EUHE F5 3TIL TSl FUAAGD e w
o FUAE ABIZL FAHDARN ACaze BT Ghonl, #1 SARel 2} PHAS AF
Bule e/l RS 2093, 2900 0 5 FAEAS drkn Agah of A% et 2o 492
AT F Sk bl > A3de 3PUNE wAstel Aol 3P Azl FTY0R B 1TUF

Qo] HFHYE A+CY H T3 A+CHZe) H T oz dr) <AlE 2> &9 HFHAYE RASIY] AHCY
Y7 AsCize] ATLOR Sha, BOES FTUNE ABSl AFU ABizel Ao e /)

3
gl 29 A9 €A JEHoM 2l A AFCHZE AHASE 5= ok ek U102 IE Dol A+Col
o5k Hz‘z(—‘i—é £ 4SS F 3, BEEAAA = ABY| diste] HIE 4& # AT :LEM At 19 A
- U902 FEEYAM AF A AHCHZE AHAS £ gl whEbA AbE 19 A, E992 BEEY
Me BEE 4 5 A 51, 159 ABoll didiAe BEE IS 5 A Hith o RS By3] E3e
sta EFH3lth EPO G 1/05.

_51_



FZdo] o] ¥ o] FoFl A g-ol thdt Zlojth of Eo] E¥E

9] I1EYe 29 AOE 53] FHUth IEY A0A AZARIAY £ =9) Al

o] =] 53 HUL, EFARAW £F E9) A2, B2 ¥ C2& A=Y Al19A

Q& EPO AARLd o8 Ad= e, £&4 B2}

C29] Al thafAE A A7 o] FAMATHAIR T 797/02 D T 720/02), &%

o B29k C29] HFH7F A& A19] FFHE Wl Eo171A &7 W2l EPC Al
762(1)9 848 FEF3A FIde olf= ZakE AUk

[1¥ 3] EPO G 1/06 ARQFe] 714

| H@) S A0 B4 |

EEECE

22 A2 HE | 228 B2 HE | 2R 2 HE
HEHET SIS
222 A3 HE MZA T797/02 % T 720/02
EPC 76E(1)8] RHS S| EELt
I THEHE|of MEE 26l ol F: 2
Z2l B2 ¥ c29| L&o| =H JbllEH ==
=8 Aa12] ﬁ-‘r‘*é.*$gli| EZEE|X| B 7I EH

[ 47 T1409/05 |

E=d A29] Aol e = ARG T7F o FAXA] FUAITE, o] EE A29]
A FEEY AV BEEAT SEEY A3Y ATE 12 &Y A29 AT 17
TYsd, SEEY A3E, £F9Y A27F EPC A76x(1)9] 874 T34 ¢&7] W&
of I A3z F4£EY A3E EPC Al76x(1)2 248 FA EthE ol f =2 A
AEAT SESY A3 A- s AFAHTT ol
WHRH T [2E 3]78) =)

oy

fllo
ofy
N

ol

A3 AlZA T 1409/057}

A

178) Gerald Numrich, Fi## i3, 109H, &= 3& HYslo] Q183 Ao|t}.

_52_



2) T 1409/05
AZA T 1409/05904 ABF-= F 7HA 818 HESH ok

A WA 8712 49 Nested Claims Requirement(iZ&E&¢ 9] Alth7l sold of
TR AAeA Kol FHE S A)elth

AA T 797/02, T 720/02 2 T 90/03° A AlE Nested Claims Requirement®] 7l
85 O¥e® YW v Zokord 18 4]179) Fx).

[23 4] Nested Claims Requirement®] 7§ &

Ao TIEH
Al RS
A2 &=

A3 EEEH

A7 T 1409/05° 4] A #H-+= Nested Claims Requirement®l] T3l 73 ¢ & B
Atk 53 AdF= A4 T797/02 2 T 720/02¢] +=2](Nested Claims Requirement
dastthes =)ol talAes dejds Ha Aok A9 F AANA Nested
Claims Requirement= “Z&EU ¢ WEo] vl = A= HA-HAE 504 <4d

o= A AT o2 AAXIL Yot o FHel #sted A T 1409/059

179) Gerald Numrich, Fife i, 1095, & 42 HAs ko] 2183 Aolth [28 4]0l A 7W Z 9L A& A0S
AA BAA L JIA HEE JERATE o] % Qhell= 3709 € 1L 1L IV7F EAIEo] ok € e A=U(1A
o 3 E9) A19 9 g2 FTHIE Yehnh 9 s EE90eAY 23 EQJ) A29] 29 9z ¥
THAE LPEMV% A Ve 59 (wma FEEY) A39] 29 229 ATHYE L}E}lﬂz gtk A&
Al9] ;‘4? =9 A09 A Mol 2FHET A& AlY] B, 1 AFHE 4/] AL ] e
A AfrEA B 1451 4 9tk £29 A29] HFHEYE IDE A& A0S A MY Lﬂoﬂ JAuE 21E9 Al
9 %?“&Hi—rﬂ 2402 5&5%0] 9t} nested claims requ]rementE kot uj, JFJL C%ﬂ A= 9
AE A eketh ks, nested claims requirementol] WE H$- £&5Y A29] HTHAIF AEY A19] YT
9l Well gls= Aol a757] wZolvth. FAFeHl, SEEd A39 ﬂ?ﬂu( oaZe] A9 ATHeR
FE HEHoz 59 nested claims requirementE 7 J o, 131 T A= UA4HA OLLE}, 9
W3 nested claims requirement ShollA] SEEY A39] AW &Y A29] AFHS Ul oo 1]
otk Eg F8EY T2 FTHAE 2EEY © i«] g A A quﬂ,] A 9] el A 51_740 =
Aol = _%7}7@% Agte] RytATt F 24 o ALV 2 G2 HTHSY v ojof sthe A
gro] Rajgr

_53_



g 59 EPOE vIF7) 531 FUo] by ALH Qom, o5 HU oA
Bolo] ATHAE FFOo2AE A8 mEte BHA4el Atk en ZUEST
ik,

rr

Impeccable Pedigree Requirement (concept of invalidity)s [T 5]180)o] ZA| 5

o 9tk

[Z1¥ 5] Impeccable Pedigree Requirement®] 71

AES A10l W8 E HE 188 T tRo Y 2¥
S& 2ol EPC Iil?ﬁ.._( ol @ AE H|8X| =&

=23 A2RRE| otdlsis BE 2EEH

AZA T 1409/5°014 Al #HF+= Impeccable Pedigree Requirement (concept of
invalidity)oll tsi A= 23 ¢3S HeEtdoh 53] A@d%= EPCol oAM= "F2
A Eolgt= Ade] EAHA ¥t

3 A AHsta Jot. &, Impeccable Pedigree
Requirement (concept of invalidity £ A&30d, Ed=dS AAskE AAREES A

M

180) Gerald Numrich, A &30, 1105, %= 55 WHgste] &3 Zlolth [219 504 2E8EA(EEY) A2e
Z94dd EPC Al762(1)2] & Tg: A ofdgit). divsld &Y A29] FFHAE olde &
Al ATHYE ZIsa Q7] wlEo|t) impeccable pedigree requirement(concept of invalidity)S 7+ota}
T2 A FEVF Ha, B9 £8EY AR E sk EEEAEIEE YElH)E BF FaUt
o 2ol FEQ FHORTE FEF ¥ 4SS WAL AL BRI WEol)

ol

51
=

riz m°‘

o rE e Mz



+ Nested Claims Requirement®?} Impeccable Pedigree Requirement
(concept of invalidity)7} 2@ s}x] Fthal A4 7] W Zol Soh4dol tvs 2o
g ASIL, )AL G 1/0622 AHAT

D AEYoERE Bro RREUOE oA AW 2UF0] Yx AP, 2

o
:
Az

2

3) G 1/06
A T 14097052 Aol @ tis) g dis, 2=
FA gdolA B4 o ALHE QAL 2HslE QA4S BdEUo)

dohn AMT F gtks e AW oA AEE BEEAR, A, &, FE,
1

F=A A WE&ES 9A Fethe Aol H, Nested Claims Requirement+ #-&
Zloltt. &3 S ARE 2=y FEA Mdo] AXRHASE

AE0 giddF Ao FAH e AuEd ted 2n.
BT o] FA(AE B9, EPC A76x L EPC Al

—(o
rl‘>
i
rig

181) 48 O A2 24l gl 2 oA U & g Wl BF ARolh 53 &
o FAYe AEA AN AL eAeld £27h S BAT AVSn Ik A9 D2 9EE e
2t} (1) In the case of a sequence of applications consisting of a root (originating) application followed by
divisional applications, each divided from its predecessor, is it a necessary and sufficient condition for a divisional
application of that sequence to comply with Article 76(1) EPC, second sentence, that anything disclosed in that
divisional application be directly, unambiguously and separately derivable from what is disclosed in each of the
preceding applications as filed?”

182) A9] Q@+ @M nested claims requirement®} impeccable pedigree requirement (concept of invalidity)oll ¥+3F
Aoltt. 53] £&] Sudde] A9 2 Weldle W& sk Aol s8HA B AT,
(a)¢t (2b)9] 8110 FaE=7t s FAE AVIsta ok A9 @9 Y9Ee o 2t “2) If the above
condition is not sufficient, does said sentence impose the additional requirement (a) that the subject-matter of the
claims of said divisional be nested within the subject-matter of the claims of its divisional predecessors? or (b) that
all the divisional predecessors of said divisional comply with Article 76(1) EPC?”
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185) G 1/06 at 11.1. (“Under the EPC the filing date of the root application is the only filing date which can be
attributed to a divisional application, by way of the legal fiction contained in Article 76(1), second sentence, second
half sentence, EPC, irrespective of whether the divisional application is a first divisional or a divisional further down
in a sequence of divisionals.”).

186) 1d.

187) Id. at 11.2. (“For these reasons, in the situation of a sequence of divisional applications each having been divided
out from its predecessor, according the filing date of the first disclosure of the subject-matter concerned in the root
application is only justified if the said subjectymatter was disclosed in each of the preceding (earlier) applications as
filed and if it was still present (i.e. it was not unequivocally and definitively abandoned by that time, see J 2/01,
OJ EPO 2005, 88, point 6. of the Reasons, J 15/85, OJ EPO 1986, 395, points 4 and 5 of the Reasons) in each
earlier predecessor application at the time the - further - divisional application was filed so that it was thereby
existing at all times throughout after its disclosure in the root application as filed up to and including the date of
filing the divisional application under consideration.”).

188) Id. (“Content which has been omitted on filing a member higher up the sequence cannot be re-introduced into that
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member or in divisional applications lower down the sequence from it. Conversely, content which has been added
on filing of a divisional application a sequence higher up cannot be claimed in a divisional application down the
sequence because according to Article 76(1) EPC such added matter does not benefit from the filing date of the
root application in which it was not djsclosed ”) XZ °J(A B)oll 7% A=&Y A9 &9 A B7F FEE A$-
&4 OlL} EEHA Bl BE 74 & Qi & L(AB) l 7123 AEAA0)S =€ BA C7F AEA
F7h OT Ct AEYAB)Y BME ooz ¢ X £5YA00 el 1E9e 24974 &
HEE 9T F °iﬁ}~ o= ofsfHt.

189) Id. at 12.2. (“Provided that the aforedefined requirements are met for the subject-matter under consideration in the
divisional application concerned, it is irrelevant as to whether earlier members of the sequence as filed did not
comply with Article 76(1), second sentence, EPC in respect of other subject-matter contained in them or whether
they were maintained or rejected after the further divisional application in the sequence had been filed. Neither Rule
25 nor Article 76(1) EPC contain any provision that the subsequent fate of the earlier application or its remaining
pending or not can affect the proceedings on the divisional application (see also points 8.1 and 8.2 above), and
absent such provisions the Enlarged Board sees no basis for imposing any additional restriction.”).
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190) Id. at 13.2. & 133.
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193) G 1/06 at 13.5. (“The Board finds it unsatisfactory that sequences of divisional applications each containing the
same broad disclosures of the original patent application, by means of at least an unamended description, should be
pending for up to twenty years. If administrative measures, such as giving priority to the examination of divisional
applications and bundling and speedily deciding coqpending divisional applications so as to minimize the possibility
for applicants to keep alive subject-matter on which the Examining Division had already given a negative opinion in
one application by means of refiling the same subject-matter again and again, are not adequate, it would be for the
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legislator to consider where there are abuses and what the remedy could be.”).
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242) PEFENGERRD MM EBCIGT SRR DR RS FrPss tiBE Y — % > 7 7 v —7" | i Wi,
20-211.

243) 4= 559 15-9) (“Where, after an application for a patent has been filed and before the patent is granted - (a)
a new application is filed by the original applicant or his successor in title in accordance with rules in respect of
any part of the matter contained in the earlier application, and (b) the conditions mentioned in subsection (1) above
are satisfied in relation to the new application (without the new application contravening section 76 below), the new
application shall be treated as having, as its date of filing, the date of filing the earlier application.”).

244) A= 53 7F7 A|19% New applications filed as mentioned in section 15(9) 19.((1) For the purposes of
section 15(9) a new application may only be filed in accordance with this rule. (2) A new application may be filed
as mentioned in section 15(9) if—(a) the earlier application has not been terminated or withdrawn; and (b) the
period ending three months before the compliance date of the earlier application has not expired. (3) A new
application must include a statement that it is filed as mentioned in section 15(9).”).

245) =1 55 A152O)NAM= EEY & 53] Fof H(after an application for a patent has been filed and
before the patent is granted)o] TLEYE & F vk L A3 JARE 1 o9 FAH W& 539
Bt fidst vk 53R e O A& uig dat SREAY dEde] HetHA S
i, @ Aol U3k F7ite]l FREY] A 30 ol Aol E2gEUS T 5 Ak sk itk
FF713 dsiAE oAl S8 a3 A30x0l A qFAEkaL vk G S8 qFA Al30% Period for putting
application in order 30.(“(1) The period prescribed for the purposes of sections 18(4) and 20(1) (failure of
application) is the compliance period. (2) For the purposes of paragraph (1), subject to paragraphs (3) and (4), the
compliance period is—(a) four years and six months beginning immediately after—(i) where there is no declared
priority date, the date of filing of the application, or (ii) where there is a declared priority date, that date; or (b) if
it expires later, the period of twelve months beginning immediately after the date on which the first substantive
examination report is sent to the applicant. (3) Subject to paragraph (4), where a new application is filed the
compliance period is—(a) where it is filed under section 8(3), 12(6) or 37(4)—(i) the period specified in paragraph
(2) in relation to the earlier application, or (ii) if it expires later, the period of eighteen months beginning
immediately after the initiation date; and (b) where it is filed as mentioned in section 15(9), the period specified in
paragraph (2) in relation to the earlier application. (4) Where the first observations report is sent to the applicant
during the last three months of the period specified in paragraphs (2) or (3), the compliance period is three months
beginning immediately after the date on which that report is sent.”).
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250) Maximilian Wilhelm Haedicke/Henrik Timmann, Patent Law: A Handbook on European and German Patent Law,
C.H. Beck, 2014, p. 493 (“In contrast to the filing of a European divisional application, the division of a German
application according to Section 39 para. 1 first sentence PatG can be effectively declared at any time. As this
requires the declaration of division to refer to an existing application, an application can only be divided in the time
during which it is pending.”).

251) Id. at 493-494 (“This time begins, as is the case for European divisional application, with the date of filing of the
future parent application and ends with its withdrawal or, in the event of a decision to grant a patent or reject the
application, with the date on which said decision takes effect, as opposed to case law before the EPO. The division
of an application is thus possible within the period of appeal or appeal on points of law, independently of whether
an appeal or appeal on points of law is filed or can be admissibly filed at all.679 In other words, an applicant can
effectively declare the division of the parent application without filing an appeal even in the event that the DPMA
pronounces a decision to grant a patent on the basis of the parent application, despite the applicant not being
adversely affected by the decision and thus not being able to admissibly lodge an appeal.”).

252) Id. at 493 (“As Section 39 para. 1 PatG does not include any limitations as to applications a division of which is
possible, even divisional applications may be further divided.”).
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