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"[T]lhe complainant shall be entitled to recover, in addition to the profits to
be accounted for by the defendant, the damages the complainant has
sustained thereby..."1®
a2iLt 1946 ES O] WEETEM HofRe| 0|92 a88 FHe 7|ELez Hd4= 3
20| ANERY, & Y2 AL O BlgtE AN i ofgier 22 WES2=2
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"Upon finding for the claimant the court shall award the claimant damages
adequate to compensate for the infringement, but in no event less than a
reasonable royalty for the use made of the invention by the infringer,

together with interest and costs as fixed by the court."’

B FalArel oY ek x=eto] AM|E Ol=0= Eo{¥2 Loty #EoM et
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o] "AE HMESH=H S22t &ofiHj& (damages adequate to compensate for the

6 R. S. § 4921, as amended, 42 Stat. 392.
735 US.C. 8284. [&ll O|= ES{HUME FX|ZD ULCH]
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18 Aro Mfg. Co. v. Convertible Top Replacement Co., 377 U.S. 476 (1964).

19 Aro Mfg. Co. v. Convertible Top Replacement Co., 377 U.S. 504-506 (1964).

20 Georgia-Pacific Corp. v. United States Plywood Corp., 243 F. Supp. 500, (S.D.N.Y. (1965). [&=dlibf
Atollo] x| X7|EQ B2[FQl MA|Z(reasonably royalty)2| AHYO| st A2 “Georgia-Facific
factors"E M|Al®t Georgia-Pacific Corp. v. United States Plywood Corp., 318 F. Supp. 1116, (S.D.N.Y.
(1970)1t Z2 AtAOILH)

21 Birdsall v. Coolidge, 93 U.S. 64, 68-69, 23 L.Ed. 802 (1876)

22 Tilghman v. Proctor, 125 U.S. 136, 148, 8 S.Ct. 894, 900, 31 L.Ed. 664 (1888).
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%4 Birdsall v. Coolidge, 93 U.S. 64 (1876).
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JECT 1946 7K Ol TBHARS| O|2j0| E5{EsH0| MHE ESHHlaY AFHOAM =2
= 762 AMROT EX|= Y=C0E Georgia-Pacific B1@I2 HIE HiXte| o]0 &
SIHALel MEdfets Mo SEHE T YHMeE Ml AKX T, ESHXS| Mol
£ 8%t SAH 712 o & £ UCHL Ch &, ES{#A Hs{A7 37
A0 A= 42, 2o R EHE sl 3 Xﬂ%g THOHSER| EUACEH Ao

pesz FofAtel of

AL
T
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SolE HsHAtel 0]9|S ©mo| MeehE AFH=E B HO| /0|7t Uckm BY
C LPOP} Bf2lmel MAIRO| AN HelRtel 0]oj0] FEYL Q4002 B
X0l MAIRE BBSHE UAOME HoHX| 092 SHRAO| X7} YCkD BT

Georgia-Pacific 12| O|2{gt SjMHE - =, 1946d E5{E 7§ O|F HGjAte| 0|Y2
O Oly =EE QAL 7H 2ol otLf2t ol d&s) = (el HARE ALt
=0 28 £+ A= 20IU= SHO| =atottt= s - 0] FBSt= - CHSHo =
Aot =, 19460 E5Y HES SO 227t FEStAX St FEO0| Ho| 2
S5 T ArHOIM AlZHD H[EO| BO| ARE|= HS{AS| 0|9 AFHO| O|ROFE
21510} ASAME sistl U A4S JHMSHCHH JAUCHH, TShRIe| oo =& =

27 35 US.C. § 289.
28 Georgia-Pacific Corp. v. United States Plywood Corp., 243 F. Supp. 519 (S.D.N.Y. 1965)..
2% Georgia-Pacific Corp. v. United States Plywood Corp., 243 F. Supp. 529 (S.D.N.Y. 1965).
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C} 31

O A2 (FEHO| oty ESH o A -El= 7H F=EHQl 20|55 Hist
(unjust enrichment) 2| He|E X830 OJT™S| ES{AHXIZL GRS 0|YZ HiztdtE =
g £ YeXE dEEEsH, HE 2Y0[5 ghet HE|7F s&EQl ofo|C|o] £ Y
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30 Georgia-Pacific Corp. v. United States Plywood Corp., 243 F. Supp. 530 (S.D.N.Y. 1965).
31 Georgia-Pacific Corp. v. United States Plywood Corp., 243 F. Supp. 530, 531 (S.D.N.Y. 1965),,
32 Georgia-Pacific Corp. v. United States Plywood Corp., 243 F. Supp. 531 (S.D.N.Y. 1965).

19



OtL|gtCt. LMl UMEH2=zZ 5o Hollof CHoto= O|=of tHE XML Holl, =
S8 Holl, CIXte £ Hofl, MAA HolijAl =& AFE= HAS| 0|9 e MEE
ME=@oioF ot ZAO| OtLLiE A7t RUALE® =2 F2=2 o§ =0 XM&d HlAl
oIgEle HallAtel ol gt ME=E M 7[sHoF StChe AdHE ALL=Z 3 55 HOjA|
Holjxtel ol g5 ML RUBHOF otit= ABK7F Oj= X[ AL StA Sl F=RXQl ol

CHE OFE2l =7tste €2l Oj=2 CXeldo] 8xo S&& 30N LR XX
%0 £3{9| ot TF, T LCIXIQ E3{(design patent) EA] ES{HOIA A Il AUCH
efA CIAel £ MEol BHE2 H2 F& Sof MEel #HEM JAE 20| 5t

Ch. AfAH=Z Bl A=g
HMES FA @1 48
E

ot AUCL =

=ch7tEH 1887HMA| Ol 55182 KAt S50 1xet 74
5ol gallof ot #H M=E Tl S5 FHolol= HELES
g 5919 #Hol #H M=o Hoto EAel S50 neet "ol A
30| E5{&0| 4 A2 1887HOIACL A2l & 82 of2foM 2 Bzl
AN SAMIX] ofefet 20 FXE| RUALY.

i

35 USC 289 Additional remedy for infringement of design patent

Whoever during the term of a patent for a design, without license of the owner, (1)
applies the patented design, or any colorable imitation thereof, to any article of
manufacture for the purpose of sale, or (2) sells or exposes for sale any article of
manufacture to which such design or colorable imitation has been applied shall be liable
to the owner to the extent of his total profit, but not less than $250, recoverable in any
United States district court having jurisdiction of the parties.

Nothing in this section shall prevent, lessen, or impeach any other remedy which an
owner of an infringed patent has under the provisions of this title, but he shall not twice

recover the profit made from the infringement.

3 C.L Roberts, “The Case for Restitution and Unjust Enrichment Remedies in Patent Law Business
Law Forum: Intellectual Property Remedies,” 14 Lewis & Clark L. Rev. 653 (2010).
3 Dane S. Ciolino, "Reconsidering Restitution in Copyright”, 48 Emory L. J. 1 (1999).
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CHto 1y El= =2 E 78 ggo|ct

O30 Du Mont & Janis Of 2@ 18873 J|HHHES HNOIE 20|87 {8l0= A2 E
5|t st 1887 EW O|XMEE ZTIHE|0of ZEH FIHX| A AS osiy Bt U

Cto otCh RM= 1850 R E 53 Fojo 2tet 78 LE0| EF B (common law) =

Che BB Y(equi)ol AZSHs FHO| ST, SME UE Sof WAL HoHKt
o 0[Qof 7|xH Meef Y WAO] SHAMCHs Ho|ck

Sof Fojol Thet TR HEWECHs §BHO| O oESA © A7IE 18199 Sl
HYe Soto] S8 ALZIOIA S W0l HBYMO 2| T3 BUE L= oy
MSE[ZID $ITHT  LIop} 18701 JHEHS HBHAC 2N WHOE MR AE
ojojo| 4ot HMER SEWMO| Matjo| fet AdHNS AW FHES F7I%
RUTH 19MI7I7HKIBt SiCiEte BE WD HTWHS S8 W TsHxrel BRI Chstol 7|
2Xo2 MYl CH2 ANO| YZtetn UUCHR Bhch MAH: fmo| Medjol £HE
S0 UYUCH BApe m@o| 0|0 £HS £1 UYL F, HEUAS SHIHAL
SUHIS XNUUCDR 12 A WKl SRS LS HHSOF Bt A
of @zteh HHE, HTWHAS MR LHHARIYD S| SSHAXY QAF| 2Etelo)
7] R0l BHBIARZA SHBSIE A 540 O SEAISRM SHHHR wY
8t 0]9j2 SE|T0IZ| BHEHz|Ofof BITH ARMO| YZtotgictss

2D oM SolHxtel Medh BHI MefRiel 0|9 HrEo] ME Tt HH Ao O
2N J|X2 1 YT 242 SSUAT YWY ATSHOF BLte B IRE

% (35 US.C 8284 [HEIXQ HARE d2dts HES Hid)] A (35 USC §283[= X1 T)).

3 Du Mont et al., "American Design Patent Law: A Legal History, Ch. 6 - Design Patent Remedies”,()
SSRN, https://ssrn.com/abstract=2784746, ,,(2019.01.17 22!y [6-1H]

37 Du Mont et al., "American Design Patent Law: A Legal History, Ch. 6 - Design Patent Remedies”,
SSRN, https://ssrn.com/abstract=2784746, (2019.01.17 =2y [6-2%],,0..,

38 Du Mont et al., "American Design Patent Law: A Legal History, Ch. 6 - Design Patent Remedies”,
SSRN, https://ssrn.com/abstract=2784746, (2019.01.17 &2l [6-4%],,0..,
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42 Dobson v. Dornan, 118 U.S. 10 (1886); Dobson v. Bigelow Carpet Co., 114 U.S. 439 (1885); Dobson
v. Hartford Carpet Co., 114 U.S. 439 (1885). Mark A. Lemley, “A Rational System of Design Patent

2784746, (2019.01.17
2784746, (2019.01.17
2784746, (2019.01.17

Remedies”, 17 Stan. Tech. L. Rev. 219, 224 (2013),.

3 Du Mont et al,, “American Design Patent Law: A Legal History, Ch. 6 - Design Patent Remedies”,
o] of

40 Du Mont et al., “American Design Patent Law: A Legal History, Ch. 6 - Design Patent Remedies”,
41 Du Mont et al., “American Design Patent Law: A Legal History, Ch. 6 - Design Patent Remedies”,

SSRN, https://ssrn.com/abstract

SSRN, https://ssrn.com/abstract
SSRN, https://ssrn.com/abstract
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Xtol ofelo| UCtH 2{st 0]2|9| Bt (further liable for the excess of such profit over
and above $250)"2 TESHH & Z0|2t BhCpA

x|zl LAt S5 @2 1olof HafAof CHsHOIRE §2500| BEEofibie = 0|9
giets g7 = A=FE o JRACEH DTG CAel EBR0] 1952 JHE [ FHA
et 22 FolAte| 19| =go] AA AL Ol oM HCAILD] AHAXY7EX| O|01H 2
1 RACE Ol 1952 JHFRO| LAt E5] S5 HAIE o5 ot= 2FE A0
A FO5E7] AEReEz oz[7t d2{g BAIZ O[Me HoliAtel 127t oM k= AL
Z & A OfL[ALk= siM0] ULt
Ch &2H
0= durYd HolAtel of9l gtz AN A LEel otttz eIgE[n AL, ofF

15 U.S. Code § 1117 - Recovery for violation of rights

(a) Profits; damages and costs; attorney fees

When a violation of any right of the registrant of a mark registered in the Patent and
Trademark Office, a violation under section 1125(a) or (d) of this title, or a willful violation
under section 1125(c) of this title, shall have been established in any civil action arising
under this chapter, the plaintiff shall be entitled, subject to the provisions of sections

1111 and 1114 of this title, and subject to the principles of equity, to recover (1)

defendant’s profits, (2) any damages sustained by the plaintiff, and (3) the costs of the

# 0= o SN Yy e =g E= olet ChEX(T 1 &2 HS20|5tof.

44 "Hereafter, during the term of letters patent for a design, it shall be unlawful for any person other
than the owner of said letters patent, without the license of such owner, to apply the design secured
by such letters patent, or any colorable imitation thereof, to any article of manufacture for the
purpose of sale, or to sell or expose for sale any article of manufacture to which such design or

colorable imitation shall, without the license of the owner, have been applied, knowing that the

same has been so applied. Any person violating the provisions, or either of them, of this section,

shall be liable in the amount of two hundred and fifty dollars, he shall be further liable for the
excess of such profit over and above by action at law or upon a bill in equity for an injunction to
restrain such infringement.”

4 Mark A. Lemley, “A Rational System of Design Patent Remedies”, 17 Stan. Tech. L. Rev. 219, 225
2t 19 (2013),,
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action. The court shall assess such profits and damages or cause the same to be assessed
under its direction. In assessing profits the plaintiff shall be required to prove defendant’s
sales only; defendant must prove all elements of cost or deduction claimed. In assessing
damages the court may enter judgment, according to the circumstances of the case, for
any sum above the amount found as actual damages, not exceeding three times such

amount. If the court shall find that the amount of the recovery based on profits is either

inadequate or excessive the court may in its discretion enter judgment for such sum as

the court shall find to be just, according to the circumstances of the case. Such sum in

either of the above circumstances shall constitute compensation and not a penalty. The

court in exceptional cases may award reasonable attorney fees to the prevailing party.
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46 McCarthy, J. Thomas, McCarthy on Trademarks and Unfair Competition(5th ed.), Thomson/West
Group, (2006), § 30:64.

47 George W. Luft Co. v. Zande Cosmetic Co., 142 F.2d 536 (2d Cir. 1944) [(R1117} EES SHX| 2
UAE Xgez mart Hofgt HNEl=2fH f2 =0 tiet greb= 7|2); Pure Foods, Inc. v.
Minute Maid Corp., 214 F.2d 792 (5th Cir. 1954); Electrolux Corp. v. Val-Worth, Inc,, 6 N.Y.2d 556
(1959); Red Devil Tools v. Tip Top Brush Co., 50 N.J. 563 (1967).
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48 Dad's Root Beer Co. v. Doc's Beverages, Inc., 193 F.2d 77 (2d Cir. 1951); Blue Bell Co. v. Frontier
Refining Co., 213 F.2d 354 (10th Cir. 1954).

4 Truck Equipment Service Co. v. Fruehauf Corp., 536 F.2d 1210 (8th Cir. 1976), Blue Ribbon Feed
Co. v. Farmers Union Cent. Exchange, Inc., 731 F.2d 415 (7th Cir. 1984); Minnesota Pet Breeders v.
Schell & Kampeter, 41 F.3d 1242 (8th Cir. 1994).

0 McCarthy, J. Thomas, McCarthy on Trademarks and Unfair Competition(5th ed.), Thomson/West
Group, (2006), § 30:64

' Eheoh No|ECt HIHS Rt &2 Yo 1ol ofO[otct Ol X[HAfLtAY S &Y
HE 7tS5t7] 5t = Of willfulnessZt 2AO{OF BHCL O "Siol(EXZ)'2 HHS7| = BhLt.

2 Mark A. Thurmon, “Federal Trademark Remedies: A Proposal for Reform”, 5 Akron Intell. Prop. J.
137,168 (2011),.

>3 Mark A. Thurmon, “Confusion Codified: Why Trademark Remedies Make No Sense”, 17 J. Intell.
Prop. L. 245, 249 ZtF 12 (2009),
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>4 Danielle Conway-Jones, "Remedying Trademark Infringement: The Role of Bad Faith in Awarding
an Accounting of Defendant’s Profits”, 42 Santa Clara L. Rev. 863 (2001).

> 15 U.S.C. § 1117 RECOVERY FOR VIOLATION OF RIGHTS

(a) Profits; damages and costs; attorney fees

...In assessing profits the plaintiff shall be required to prove defendant's sales only; defendant must

prove all elements of cost or deduction claimed...
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7 James M. Jr. Koelemay, “A Practical Guide to Monetary Relief in Trademark Infringement Cases
Articles and Reports”, 85 Trademark Rep. 263 (1995).
>8 Restatement Third, Unfair Competition, § 37.
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® My Kinda Town Ltd v Soll [1982] FSR 14

® Peter Pan Manufacturing Corp v Corsets Silhoutte Ltd [1963] 3 All ER 40; Peter Pan
[1964] 1 W.LR. 96

® JWL v House of Fraser [2016] EWHC 626 (Ch)

® Celanese v BP Chemicals [1999] R.PC. 203

® Bodo Sperlein Ltd v Sabichi Retail Ltd & anr [2015] EWHC 1242
® Woolley v UP Global Sourcing UK Ltd [2014] FS.R. 37

® Potton v Yorkclose [1990] F.S.R. 11

® Meters Ltd v Metropolitan Gas Meters Ltd (1910) 27 R.PC. 721 Ch D;(1911) 28 R.PC.
157 Ch.D.

® Dart Industries [1994] FS.R 567

® Colbeam Palmer Ltd v Stock Affiliates Pty Ltd (1968) 122 CLR 25; Colbeam Palmer
v Stock Affiliates Pty [1972] R.PC. 303.

® Boardman v Phipps [1965] Ch. 992

® Design & Display [2016] EW.C.A. Civ 98; [2016] FS.R. 27
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63 Patent Act 1977 Section 61 (1) Subject to the following provisions of this Part of this Act, civil
proceedings may be brought in the court by the proprietor of a patent in respect of any act alleged
to infringe the patent and in those proceedings a claim may be made (...)

(c) for damages in respect of the infringement;

(d) for an account of the profits derived by him from the infringement;

1) O go Ctg o waf, A 252 S35 Folletttn =85 = delet 2

Aol CHE S Hoiol o)) ES X0 s A M7 2 &= A0 oo 22 H7t
O|F0{E = ULt (.FE.)
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64 Colbeam Palmer Ltd v Stock Affiliates Pty Ltd [(1968)) 122 CLR 25.
6> Siddell v Vickers [(1892)) 9 RPC 152.
6 My Kinda Town Ltd v Soll [1982] FSR 14.
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68 JWL v House of Fraser [2016] EWHC 626 (Ch).
9 Design & Display [2016] EWCA Civ 98; [2016] FSR 27.

70 Deming Liu, "Reflecting on an Account of Profits for Infringement of Intellectual Property Rights”,
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European Intellectual Property Review Issue 10 636, 637 (2017).,

71 Celanese v BP Chemicals [1999] RPC 203.

2 Bodo Sperlein Ltd v Sabichi Retail Ltd & anr [2015] EWHC 1242.
3 Woolley v UP Global Sourcing UK Ltd [2014] FSR 37.

74 JWL v House of Fraser [2016] EWHC 626 (Ch).
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Section 61 (2) The court shall not, in respect of the same infringement, both award the proprietor

of a patent damages and order that he shall be given an account of the profits.
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% Directive 2004/48/EC of the European Parliament and the Council of 29 April 2004 on the

Enforcement of Intellectual Property Rights.
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o1 The Intellectual Property (Enforcement, etc.) Regulations 2006

Assessment of damages

3. (1) Where in an action for infringement of an intellectual property right the defendant knew, or
had reasonable grounds to know, that he engaged in infringing activity, the damages awarded to
the claimant shall be appropriate to the actual prejudice he suffered as a result of the infringement.
(2) When awarding such damages—

(a)all appropriate aspects shall be taken into account, including in particular—

(i)the negative economic consequences, including any lost profits, which the claimant has suffered,
and any unfair profits made by the defendant; and

(ilelements other than economic factors, including the moral prejudice caused to the claimant by
the infringement
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18 RGBI. S. 501, Patentgesetz, vom 25. Mai 1877,

19 RGBI. S. 79, Patentgesetz, vom 7. April 1891,

120 RGZ 70, 249.

121 RGBI.II S. 117, Patentgesetz, vom 5. Mai 1936.,

122 .()§ 139 Abs. 2 S, 1 PatG (§3518) : "Wer die Handlung vorsatzlich oder fahrlissig vornimmt, ist

dem Verletzten zum Ersatz des daraus entstehenden Schadens verpflichtet.”

122 GRUR 1961, 354 — Vitasulfal; BGH GRUR 1962, 401 — Kreuzbodenventilsicke M. %] HHAEL
KAMIfLEel 32 Hol7t #|9 BE28oF & E4d0| ez iz Qloh Ffjoz 5 T
H Kles7x= M2¥0| MEE £ QUCtD HYSICEH BGH GRUR 2001, 329 — Gemeinkostenanteil;
BGH GRUR 2007, 431 — Steckverbindergehause.

124 "F3llt dem Verletzer nur leichte Fahrldssigkeit zur Last, so kann das Gericht statt des

Schadensersatzes eine Entschadigung festsetzen, die in den Grenzen zwischen dem Schaden des

Verletzten und dem Vorteil bleibt, der dem Verletzer erwachsen ist.”
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125 Joachim v. Ungern-Sterberg, Einwirkung der Durchsetzungsrichtlinie auf das deutsche
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126 Klaus Grabinski, “Gewinnherausgabe nach Patentverletzung — Zur gerichtlchen Praxis acht Jahre
nach dem “Gemeinkostenanteil”-Urteil des BGB”, GRUR 2009, 260, 261.

27 BGH GRUR 1962, 401 — Kreuzbodenventilsacke II; BGH GRUR 1962, 509 — Dia-Rahmchen I;

BGH GRUR 2001, 329 — Gemeinkostenanteil; BGH GRUR 2007, 431 — Steckverbindergehause.

128 BGH GRUR 1972, 189, 190 — Wandsteckdose II; BGH NJW 1973, 800 — Modeneuheit; BGH GRUR

1977, 250 — Kunststoffhohlprofil, BGH GRUR 1995, 349 — Objective Schadensberechnung; BGH GRUR

2001, 329 — Gemeinkostenanteil; BGH GRUR 2007, 431 — Steckverbindergehause.

129 ROHGE 22, 328.

130 RGZ 46, 14; RGZ 70, 249; RGZ 130, 108; RGZ 156, 65.
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131 Volker Beuthien/Dirk Wasmann, “Zur Herausgabe des Verletzergewinns bei VerstdBen gegen das
Markengesetz”, GRUR 1997, 255, 255-256.

132 Tobias Helms, "Disgorgement of Profits in German Law”, in Hondius, E. H., Janssen. Andre ed.,
Disgorgement of Profits,, ,220 (2015).

133 Tobias Helms, “Disgorgement of Profits in German Law”, in Hondius, E. H., Janssen. Andre ed.,
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134 Volker Beuthien/ Dirk Wasmann, "Zur Herausgabe des Verletzergewinns bei VerstoBen gegen
das Markengesetz”, GRUR 1997, 255, 256.

135 RGZ 70, 249.

137 Rudolf KraBer/ Christoph Ann, Patentrecht, 7. neu bearbeitete Aufl., C. H. Beck, 2016, & 35 Rn.
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138 \olker Beuthien/ Dirk Wasmann, “Zur Herausgabe des Verletzergewinns bei VerstoBen gegen
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41 BGH GRUR 1977, 250 — Kunststoffhohlprofil; BGH GRUR 2001, 329 — Gemeinkostenanteil; BGH

GRUR 2010, 1090.
42 BGH GRUR 1972, 189 - Wandsteckdose II; BGH GRUR 2001, 329 — Gemeinkostenanteil; BGH

140 Tobias Helms, “Disgorgement of Profits in German Law”, in Hondius, E. H., Janssen. Andre ed.,
GRUR 2010, 1090.

1339 BGH GRUR 1962, 509 — Dia-Rahmchen 1I.
Disgorgement of Profits, ,224f (2015).
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EUSl 2004 43 299 X[AAjAE 20| &St X|H(the EU Directive on the
enforcement of intellectual property rights of 29 April 2004)(Directive 2004/48/EC)0f| [Tt
W8 ZAolct of X[Ee| H13x= Mg M122 X|AXjLt#HO] EE 29 O A=
X7t 42 A £dH(actual prejudice)Ofl &83dt= Edfitiae =& o0 1

(o]

23 22 F H2E (a) = RAKMMHO| S Z2 2ofujyte H 0f *AMo|

d = oy o
g maroto] melAt e £HHel FMH AI, MelAt HSH 2YHel 0|9
(unfair profits) Tt 22 BE M3 ZHS nsiop ofm, EI KT AIOIO FL A
S olstol FRIROIA S AN gojer 22 FHIME 20l ojelo] RASE 1
P{SOF $IChD FFSHD ULk

oj3 2TE HB, EU XIHOIA 0] BrEe AojuiaS HE f 12 Q40| 3
Lol o2 BolTh T2Lt of EEO| Cishils, & FHX fofuiaey Ay weo] Ey
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WHSHR| YUS DO X0l £23 she 20D, SN BYHOR S 0o w2t
SofHfAAS AHOE WS HaHTL LM HS WOLSO[BA 1 HiAAS
ol olojol it Ysks HOID, WatA & JHX wHe MIshs WAjo| 202 5
UsH 25 BiASH o] A2 ZBE|OjAL o ElCkD BiCpys

oAt MAAY Mo7= Mg M1E2 Chadh 20| F=SHA 85t ARALEL "An Stelle des
Schadenersatzes kann der Verletzte die Herausgabe des Gewinns, den der Verletzter durch die
Verletzung des Rechts erzielt hat, und Rechnungslegung Uber diesen Gewinn verlangen.”

144 "When the judicial authorities set the damages:

(a) they shall take into account all appropriate aspects, such as the negative economic
consequences, including lost profits, which the injured party has suffered, any unfair profits made
by the infringer and, in appropriate cases, elements other than economic factors, such as the moral
prejudice caused to the rightholder by the infringement;”

45 Joachim v. Ungern-Sterberg, “Einwirkung der Durchsetzungsrichtlinie auf das deutsche

Schadensersatzrecht”, GRUR 2009, 460, 461.
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o CtE, si'E E5{d0| HajZel oiEof 7[0et &= &5t0 4FEH, O|F 422

16 0| JHE2 "KM LA Hoio| 0| 2ot #E(Gesetz zur Verbesserung der Durchsetzung

von Rechten des Geistigen Eigentums)"0fl 2|3l sHXCt. O] HE2 2008H 9F 1LFE A[YERA

ct.

47§ 139 Abs. 2 S, 2 PatG (551 )() : “Bei der Bemessung des Schadensersatzes kann auch der

Gewinn, den der Verletzer durch die Verletzung des Rechts erzielt hat, bericksichtigt werden.”

148 RegE, BR-Dr 64/07, S. 76; BT-Dr 16/5048, S. 33, 37, 61. '§F£ J1™H2A4E 2l5|0f MESHHA,
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149 Klaus Grabinski, “Gewinnherausgabe nach Patentverletzung — Zur gerichtlchen Praxis acht Jahre
nach dem “Gemeinkostenanteil’-Urteil des BGB”, GRUR 2009, 260, 261; Joachim v. Ungern-
Sterberg, “Einwirkung der Durchsetzungsrichtlinie auf das deutsche Schadensersatzrecht”, GRUR
2009, 460 &

150 RegE, BR-Dr 64/07, S. 76.

151 Klaus Grabinski, “Gewinnherausgabe nach Patentverletzung — Zur gerichtlchen Praxis acht Jahre
nach dem “"Gemeinkostenanteil”-Urteil des BGB", GRUR 2009, 260, 261.
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152 Marcus Schénknecht, "Determination of Patent Damages in Germany”, 11C ,309, 317 (2012).

153 Thomas F. Cotter, Comparative patent remedies : a legal and economic analysis, Oxford University

Press (2013), 272.

154 Marcus Schénknecht, “Determination of Patent Damages in Germany”, (IIC 2012), 309, 317.
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159 BGH GRUR 1962, 509 — Dia-Rahmchen II; BGH GRUR 1974, 53 — Nebelscheinwerfer; BGH GRUR
1993, 55 — Tchibo/Rolex II; BGH GRUR 2007, 431 — Steckverbindergehause; BGH GRUR 2012, 1226
- Flaschentrager.
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167 BGH GRUR 2012, 1226 - Flaschentréager.

162 BGH GRUR 1993, 55 — Tchibo/Rolex IT; BGH GRUR 2012, 1226 - Flaschentrager. 0|2} #2150
Klaus Grabinski, Gewinnherausgabe nach Patentverletzung — Zur gerichtlchen Praxis acht Jahre
nach dem “Gemeinkostenanteil’-Urteil des BGB, GRUR 2009, 260, 265&= 20004
Gemeinkostenanteil £t 0|2 dtgd THZASO0| Btetsfor & oo HE2 HoiAe| 0]99
15%01 A 60% AFO|OIA ISt ALt ATHSHTY.

163 ()§ 14 Abs. 6 S. Markengesetz(& # 8) : "Wer die Verletzungshandlung vorsatzlich oder fahrlassig

begeht, ist dem Inhaber der Marke zum Ersatz des durch die Verletzungshandlung entstandenen

Schadens verpflichtet. Bei der Bemessung des Schadensersatzes kann auch der Gewinn, den der

Verletzer durch die Verletzung des Rechts erzielt hat, beriicksichtigt werden. Der

Schadensersatzanspruch kann auch auf der Grundlage des Betrages berechnet werden, den der

Verletzer als angemessene Verglitung hatte entrichten mussen, wenn er die Erlaubnis zur Nutzung

der Marke eingeholt hatte”
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o 92 F@ Iyt 3| molo| XAIKIAY HSRLO| CHStO] 2Rt Mzs|E

St=2 SiX| G MefAtel oY HME H2|XO|AH HYS=F ot S2Y =
£ Ty 2HE #1 US
o 0|2{gt =2 FA|0| HIF0 R2|Ltte ol S5Y H128= M4 282l
oAt olel o =8 w8E +Fot0], XS £HE St=2 SHA| §i H
siAtel ol HME HEIXIOIA HretsteE St 8 Ao & MY &
2de 42
ol Ad
2.71°8¢et 3 =29
7k "ol Xt o] whghof 2ot 2o A%
(1) EoufdE 2 LHE2z2 A8 4%
EU X| A+ asiof 2t X|3 (DIRECTIVE 2004/48/EC)
H13Z= £3|8i 4 (Damages) X1
CAME(HER) 7|20l S AEY
(a) EH0lYS =Zsto] miRt7t 2 FEHC FMY Za YAt FSe = |
Hol o9t 2 2E MPEoh WS A2{soF Stoh d2(n HFD Atete] 2 H
iz Qsto] I RMOIAH S HUH 2siet 22 FHMHY 292 0|Qe A4Sk
T 2fofoF oot

.. When the judicial authorities set the damages:

(a) they shall take into account all appropriate aspects, such as the negative economic
consequences, including lost profits, which the injured party has suffered, any unfair
profits made by the infringer and, in appropriate cases, elements other than economic

factors, such as the moral prejudice caused to the rightholder by the infringement;

£ £ (Patentgesetz)
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sj2e WS P 4YY U7 X0 Ste FUS VxR AME +5 A

Wer die Handlung vorsatzlich oder fahrlassig vornimmt, ist dem Verletzten zum Ersatz
des daraus entstehenden Schadens verpflichtet. Bei der Bemessung des
Schadensersatzes kann auch der Gewinn, den der Verletzer durch die Verletzung des
Rechts erzielt hat, berticksichtigt werden. Der Schadensersatzanspruch kann auch auf der
Grundlage des Betrages berechnet werden, den der Verletzer als angemessene
Vergltung hatte entrichten missen, wenn er die Erlaubnis zur Benutzung der Erfindung

eingeholt hatte.
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=
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ot
¥

Mo7x (oAt A7)
o Z2of et H7s 2ot aH S ChZ U 5 otetof osi M™E = UL
£ §

.. 2. 50| ool A2t HRY

i e R IR T EIy , 138E T A1k R RHHET
o T IKIEFE AR T B Z A

(2) £ dE LA FEE= SEE HE AR st 3R

o= du2Y

H1117= Ha| &80l it ™ E (Recovery for violation of rights)
(@) O|<f; &dlf 8! H|E; Al HIE

!

100



MHEE PTOO SE3F SE019 He|7l HoZ|UAHLE, O] ¥ 1125(a) E& (d)7F 2l Y
SIRALE, =& O] B 1125(c)7F et 2ol Hs|7t o] ZOAM Hot DIAF 250N
A=gle Z2, = M1 @ M1114X0] Mot st 3 gmo| xlof et (1)
ool oY, 2) ¥u7t g2 =8, & 3) 250 ALE HEZ HMEEZ = UC}
HA2 et 22 0|Y e &8|E AHSHAHL HB3XIE sojg APEHSIEE XAIE
2 QUCt 0|YE APEE0 A0 |IE OO jEs YT MUotg HEMSICE O
£ X0 FHStE BE HE & SH =2 YB|oF ShCt . BHeF o]0 7|x
St g|=0| EEstLt DCHSICH #elo] mEhet A wHHele Aol Azkg 17
Sl0] MEsiCtn Q™Els SOl Hizts ZANE 4= QUCH A°F 22 AL #elo| A
Jote M2 Z-HO| oLzt HiAHS ATt

(a) Profits; damages and costs; attorney fees

When a violation of any right of the registrant of a mark registered in the Patent and
Trademark Office, a violation under section 1125(a) or (d) of this title, or a willful violation
under section 1125(c) of this title, shall have been established in any civil action arising
under this chapter, the plaintiff shall be entitled, subject to the provisions of sections
1111 and 1114 of this title, and subject to the principles of equity, to recover (1)
defendant's profits, (2) any damages sustained by the plaintiff, and (3) the costs of the
action. The court shall assess such profits and damages or cause the same to be assessed
under its direction. In assessing profits the plaintiff shall be required to prove defendant's
sales only; defendant must prove all elements of cost or deduction claimed. ... If the
court shall find that the amount of the recovery based on profits is either inadequate or
excessive the court may in its discretion enter judgment for such sum as the court shall
find to be just, according to the circumstances of the case. Such sum in either of the

above circumstances shall constitute compensation and not a penalty.

oj= CIxt S35

O

M289Z& CIAtel E3 Ho{of st =7F FLH|(Additional remedy for infringement of

design patent)

CIxtQl £5{e] EL7|7EQ OFF 3 MA[JSH Qo (1) CIAY &3 Ee= O 2xEH
= |_ =t

o RS HOIE et =4 MEO HEStALL 2) CIAtel 55 £ 1 o|=HQl
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Whoever during the term of a patent for a design, without license of the owner, (1)
applies the patented design, or any colorable imitation thereof, to any article of
manufacture for the purpose of sale, or (2) sells or exposes for sale any article of
manufacture to which such design or colorable imitation has been applied shall be liable
to the owner to the extent of his total profit, but not less than $250, recoverable in any
United States district court having jurisdiction of the parties.

Nothing in this section shall prevent, lessen, or impeach any other remedy which an
owner of an infringed patent has under the provisions of this title, but he shall not twice
recover the profit made from the infringement.

A= E5{¥(Patent Act)

ool & of HAtOl| olsf HRA H7IE = U
ChEat 22 877t 0|R0j7 & Ut
(o) Toiet 2ot EojHi&ol Y+
(d) Aoz Qs EoiA7E # Sk 0| fof Cheh Hrgt
2) B2 Lo Holiet 2ESte] ES{HXOA Ealuidnt SAIO HslAe| 0|99

(1) Subject to the following provisions of this Part of this Act, civil proceedings may be
brought in the court by the proprietor of a patent in respect of any act alleged to infringe

the patent and (without prejudice to any other jurisdiction of the court) in those
proceedings a claim may be made ...
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(2) The court shall not, in respect of the same infringement, both award the proprietor

of a patent damages and order that he shall be given an account of the profits.

(d) for an account of the profits derived by him from the infringement;

(c) for damages in respect of the infringement;
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Liot7t o = S5/ 2 U A|He| dgs ot YEMISEFHS FHHe=E A48
St QUCH EU2| 2004 43 29 X|AIRfAHE HB0| 2ot X|F(the EU Directive on the
enforcement of intellectual property rights of 29 April 2004)(Directive 2004/48/EC)2 X| 4]
Matd HojXob 20 s SAHO| oict M=HEE 80t o X[E Hex Mg
= ool sH Stof A= SAHO| CHshAM o[ A
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415> BGH GRUR 1958, 288 — Dia-Réhmchen I.

416 Rudolf KraBer/ Christoph Ann, Patentrecht, 7. neu bearbeitete Aufl., C. H. Beck, 2016, § 35 Rn.

122.

417 BGH GRUR 1962, 401 — Kreuzbodenventilsacke III.
418 “Member States shall ensure that, on application by a party which has presented reasonably
available evidence sufficient to support its claims, and has, in substantiating those claims, specified
evidence which lies in the control of the opposing party, the competent judicial authorities may
order that such evidence be presented by the opposing party, subject to the protection of
confidential information. For the purposes of this paragraph, Member States may provide that a
reasonable sample of a substantial number of copies of a work or any other protected object be
considered by the competent judicial authorities to constitute reasonable evidence.

9 "Under the same conditions, in the case of an infringement committed on a commercial scale
Member States shall take such measures as are necessary to enable the competent judicial
authorities to order, where appropriate, on application by a party, the communication of banking,

financial or commercial documents under the control of the opposing party, subject to the
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protection of confidential information.”

420 E3]H(Patentgesetz) M140bZE H[1F : “Wer entgegen den §§ 9 bis 13 eine patentierte
Erfindung benutzt, kann von dem Verletzten auf unverziligliche Auskunft tber die Herkunft und den
Vertriebsweg der benutzten Erzeugnisse in Anspruch genommen werden”

421 E35| % (Patentgesetz) M[140cE A|1E H12, M2& : “Wer mit hinreichender Wahrscheinlichkeit
entgegen den 8§ 9 bis 13 eine patentierte Erfindung benutzt, kann von dem Rechtsinhaber oder
einem anderen Berechtigten auf Vorlage einer Urkunde oder Besichtigung einer Sache, die sich in
seiner Verfligungsgewalt befindet, oder eines Verfahrens, das Gegenstand des Patents ist, in
Anspruch genommen werden, wenn dies zur Begriindung von dessen Anspriichen erforderlich ist.
Besteht die hinreichende Wahrscheinlichkeit einer in gewerblichem AusmaB begangenen
Rechtsverletzung, erstreckt sich der Anspruch auch auf die Vorlage von Bank-, Finanz- oder

Handelsunterlagen.”
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35 USC 289 Additional remedy for

infringement of design patent

Whoever during the term of a patent for a

design, without license of the owner, (1)

applies the patented design, or any

colorable imitation thereof, to any article
of manufacture for the purpose of sale,
or (2) sells or exposes for sale any article

of manufacture to which such design or

colorable imitation has been applied
shall be liable to the owner to the
extent of his total profit, but not less

than $250, recoverable in any United

States district court having jurisdiction of

the parties.

Nothing in this section shall prevent, lessen,
or impeach any other remedy which an

owner of an infringed patent has under

the provisions of this title, but he shall
not twice recover the profit made from

the infringement.
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15 U.S. Code § 1117 - Recovery for violati

on of rights
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(a) Profits; damages and costs; attorney fee | (a) 0|2, &3} S

H|-E; HS AL H|8
s H4EE PTOO| 5% 529 Az[7t &S
When a violation of any right of the regist E|AALE O] @ 1125(a) L= (d)7h <Hk
rant of a mark registered in the Patent ERAAL, E= O] B 1125(c)7t dot &
and Trademark Office, a violation under o™ TsHIt o FHOo|M FHet DIAb 250
section 1125(a) or (d) of this title, or a AN YUBElE 42, ¥1& section 1111
willful violation under section 1125(c) of 211140 o o A FEO A0
this title, shall have been established in 2k (1) ool o9, 2) dn7t g2 &
any civil action arising under this chapte o, A (3) 2500 2F HES HEHS
r, the plaintiff shall be entitled, subject t = AL HA2 22t €2 0|y E=
o the provisions of sections 1111 and 1 EE AESHAL HM3AZ SHolE A
114 of this title, and subject to the prin St E XA = ULt 0| S LbEEO
ciples of equity, to recover (1) defendan A0l Fis maol MEs YSE MY
t's profits, (2) any damages sustained by s RETIC Ods X0 FESH=
the plaintiff, and (3) the costs of the a BE HE E= SH =52 LSHor o
ction. The court shall assess such profits Ch &=3HE APEE0f A0 He2 =0
and damages or cause the same to be et A gdst =3 3uE X @
assessed under its direction. In assessin = e oM Eoibld 282 WE =
g profits the plaintiff shall be required t ACE. THOF O[Qlof 7|x3t 3|EH0| £F
o prove defendant's sales only; defenda StALE DfCrstcta g0l Toter AL,
nt must prove all elements of cost or d HHE2 AHAo| dEE 185t FEotot
eduction claimed. In assessing damages 1 Qe Ao Hetg AFEY = U
the court may enter judgment, accordin Cr. 2 22 3% BR0| 23o= =Y
g to the circumstances of the case, for = ZY0| oLz} HidHS Fdotct. Y
any sum above the amount found as ac He Sdot AEOl Ues AN e
tual damages, not exceeding three times MOl oA HIE HFHES sS4t A
such amount. If the court shall find tha oA 1 ge = ULt

t the amount of the recovery based on
profits is either inadequate or excessive
the court may in its discretion enter jud
gment for such sum as the court shall f
ind to be just, according to the circums
tances of the case. Such sum in either
of the above circumstances shall constit
ute compensation and not a penalty. Th
e court in exceptional cases may award

reasonable attorney fees to the prevailin

g party.
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Patent Act 1977

Section 61

(1) Subject to the following provisions of th
is Part of this Act, civil proceedings may be
brought in the court by the proprietor of

a patent in respect of any act alleged to inf

ringe the patent and

(without prejudice to any other jurisdiction of

the court) in those proceedings a claim may

be made

(a) for an injunction or interdict restraining the

defendant or defender from any apprehended

act of infringement;

(b) for an order for him to deliver up or
destroy any patented product in relation to
which the patent is infringed or any article

in  which that product

comprised;

(c) for damages in

infringement;

(d) for an account of the profits derived by

him from the infringement;

(e) for a declaration or declarator that the

patent is valid and has been infringed by

him.

inextricably

the
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(2) The court shall not, in respect of the
same infringement, both award the
proprietor of a patent damages and order
that he shall be given an account of the

profits.

(3) The proprietor of a patent and any other
person may by agreement with each other
refer to the comptroller the question
whether that other person has infringed the
patent and on the reference the proprietor
of the patent may make any claim

mentioned in subsection (1)(c) or (e) above.

(4) Except so far as the context requires, in

the following provisions of this Act -

(@) any reference to proceedings for
infringement and the bringing of such
proceedings includes a reference to a
reference under subsection (3) above and

the making of such a reference;

(b) any reference to a claimant or pursuer
includes a reference to the proprietor of the

patent; and

(c) any reference to a defendant or defender
includes a reference to any other party to

the reference.

(5) If it appears to the comptroller on a
reference under subsection (3) above that
the question referred to him would more
properly be determined by the court, he
may decline to deal with it and the court
shall have jurisdiction to determine the

question as if the reference were
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proceedings brought in the court.

(6) Subject to the following provisions of this
Part of this Act, in determining whether or
not to grant any kind of relief claimed under
this section and the extent of the relief
granted the court or the comptroller shall
apply the principles applied by the court in
relation to that kind of relief immediately

before the appointed day.

(7) If the comptroller awards any sum by way
of damages on a reference under subsection

(3) above, then -

(@) in England and Wales, the sum shall be
recoverable, if the county court so orders, by
execution issued from the county court or
otherwise as if it were payable under an

order of that court;

(b) in Scotland, payment of the sum may be
enforced in like manner as an extract
registered decree arbitral bearing a warrant
for execution issued by the sheriff court of

any sheriffdom in Scotland;

(c) in Northern Ireland, payment of the sum
may be enforced as if it were a money

judgment.
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Patentgesetz § 139 E5Y M139x

(1) Wer entgegen den §§ 9 bis 13eine pa | H1&
tentierte Erfindung benutzt, kann von Moz LHX| HM13z=2| #780 {5t £5
dem Verletzten bei Wiederholungsgefa ZF2 083t Xtof| CistA, msHAt= 1
hr auf Unterlassung in Anspruch geno A7t BtEE |0l UL RIS
mmen werden. Der Anspruch besteht HPg = UCL LHALIP7 2oz
auch dann, wenn eine Zuwiderhandlun deix|g ot= = olqet UL 7t
g erstmalig droht. SOtk

(2) Wer die Handlung vorsatzlich oder fa
hrlassig vornimmt, ist dem Verletzten A2
zum Ersatz des daraus entstehenden S HHHRIE 19| = MEE ot Xp=, I
chadens verpflichtet. Bei der Bemessun SHALOIA| ElSHARIZ ISt Lot &3
g des Schadensersatzes kann auch der E Higde QR E RETICL &ofHjdS
Gewinn, den der Verletzer durch die A I TSR E5E Hollz 2l
Verletzung des Rechts erzielt hat, berii FSet 0|9z Ta{E 4 ot Lok 28|
cksichtigt werden. Der Schadensersatza Hi & A2 EsA7E O ZEHol 0|80
nspruch kann auch auf der Grundlage Oigh 322 2UAS 3% g 7tz
des Betrages berechnet werden, den d X|Gslof 5t FHE 7|22 ALE +
er Verletzer als angemessene Vergltun &= UCt

g hatte entrichten missen, wenn er di

e Erlaubnis zur Benutzung der Erfindu |  X3&

ng eingeholt hatte. E5{9] tgo] Mz2 ME S dist= &

(3) Ist Gegenstand des Patents einVerfahr Hol 42, CHE ALEH0f| olsf MitEl &Y
en zur Herstellung eines neuen Erzeug ot ME= BHiALEOl SHE m7tX| 2
nisses, so gilt bis zum Beweis des Geg So{E -0 oo WiE A2 oA
enteils das gleiche Erzeugnis, das von ZICh SCfAME S S A0 oot
einem anderen hergestellt worden ist, Apalol ditH| 2t YH|YE EHD5l
als nach dem patentierten Verfahren h 1 ot= et 0|92 n2{slof otot

ergestellt. Bei der Erhebung des Bewei
ses des Gegenteils sind die berechtigt
en Interessen des Beklagten an der W

ahrung seiner Herstellungs- und Betrie
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bsgeheimnisse zu bertcksichtigen.
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DIRECTIVE 2004/48/EC
Article 13 Damages
1.

Member States shall ensure that the c
ompetent judicial authorities, on applic
ation of the injured party, order the i
nfringer who knowingly, or with reaso
nable grounds to know, engaged in a
n infringing activity, to pay the righth
older damages appropriate to the actu
al prejudice suffered by him/her as a
result of the infringement.
When the judicial authorities set the da
mages:
(@) they shall take into account all appr
opriate aspects, such as the negative
economic consequences, including lost
profits, which the injured party has s
uffered, any unfair profits made by th
e infringer and, in appropriate cases, e
lements other than economic factors,
such as the moral prejudice caused to
the rightholder by the infringement;
or
(b) as an alternative to (a), they may, i
n appropriate cases, set the damages
as a lump sum on the basis of eleme
nts such as at least the amount of ro
yalties or fees which would have been
due if the infringer had requested au
thorisation to use the intellectual prop

erty right in question.
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2. Where the infringer did not knowingly,
or with reasonable grounds know, en
gage in infringing activity, Member Sta
tes may lay down that the judicial aut
horities may order the recovery of pro
fits or the payment of damages, which
may be pre-established.
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